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I 

STATEMENT OF THE CAgE 

This is an appeal from a decree (Record p. 29) 
rendered on December 14, 1936, by the District Court 
of the United States for the District of Columbia 
declaring that a certain copyright owned. by the ap¬ 
pellee was wrongfully infringed by the appellants, and 
decreeing that the appellee is entitled to | damages for 
such infringement. 
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QUESTION PRESENTED 

The fundamental question presented is whether a 
copyright claimant, who has failed to comply with the 
provision of the Copyright Act requiring prompt de¬ 
posit of copies, may maintain an action for infringe¬ 
ment. 


m 

THE FACTS 

In December, 1931, and for some time prior thereto, 
the appellee was the owner and publisher at Wash¬ 
ington, D. 0., of a monthly magazine of general cir¬ 
culation called THE WASHINGTONIAN. On De¬ 
cember 10, 1931, the appellee published an issue of 
THE WASHINGTONIAN claiming copyright upon 
the contents thereof by means of the usual printed 
notice. However, the claim was not thereupon reg¬ 
istered and copies were not thereupon deposited in 
the Copyright Office. The said December issue con¬ 
tained, among other material, a featured article en¬ 
titled “The Mills—of the Gods’’ written bv one 
Rixie Smith under the pen name of Linthicum Hall. 
The appellee discontinued publication after this issue. 

On August 25, 1932, Liveriglit, Inc., one of the 
defendants below, published and offered for general 
sale a book entitled “More Merrv-Go-Round” written 
by appellants Pearson and Allen and printed by ap¬ 
pellant Van Rees Press, Inc. This book included a 
chapter entitled “The Wizards of Reconstruction” 
which contained matter practically identical with the 
said article by Rixie Smith appearing in the said 
December, 1931, issue of THE WASHINGTONIAN. 
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Copyright of the book 4 ‘More Merrv-Gb-Round” was 
claimed by means of the usual printed notice and, on 
August 26, 1932, Liveright, Inc., deposited two copies 
of the said book, together with the clairp of copyright, 
in the Copyright Office, paid the fee, ahd obtained a 
certificate of registration. On December 14, 1932, the 
last edition of “More Merry-Go-Round V was printed. 

On February 21, 1933, appellee deposited copies of 
the said December, 1931, issue of THE WASHING¬ 
TONIAN, together with claim of copyright, in the 
Copyright Office, paid the fee, and secured a certificate 
of registration. On the same day apjbellee likewise 
deposited copies and obtained registrations of claim 
of copyright of the other eleven issues—January 
through November—of 1931. 

i 

On March 8, 1933, appellee instituted this suit alleg¬ 
ing infringement of the article appearing in the said 
December^ 1931, issue of THE WASHINGTONIAN. 

All of the foregoing facts were founct by the lower 
court and appear in the “Findings of Fact”. (R. 
27-28.) 

i 

Several preliminary motions were filed, one being 
a motion by the appellee to strike certain parts of 
the answers. In a memorandum opinion (R. 22) ren¬ 
dered on July 10, 1933, the lower court, through Mr. 
Justice Proctor, granted the motion in part and re¬ 
marked that “the answer contains allegations seek- 
ing to raise questions as to whether thgre was aban¬ 
donment or dedication to public use. .! . . I think it 
better that the allegations be allowed to stand for 
disposition at the time of trial. The j long delay in 
filing copies would seem to he evidence hearing on 
that question.” (Emphasis supplied.) j 

The case was tried in February, 1935[ 

In the meantime, on June 12, 1933, Diveright, Inc., 
was adjudged a bankrupt by the United States Dis- 
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trict Court, Southern District of New York, Docket 
No. 57226. The trustee was discharged on June 10, 
1935, and the referee filed his certificate on that same 
day closing the case. Therefore, Liveright, Inc., has 
no further interest in these proceedings, and it does 
not appear as an appellant herein. 

On March 28, 1935, the District Court, through Mr. 
Justice Letts, rendered an opinion (R. 23-26) finding 
the foregoing facts and holding that the bill should 
be dismissed because of the failure of The Washing¬ 
tonian Publishing Company to comply with the pro¬ 
visions of the Copyright Act requiring the prompt 
deposit of copies. 

Pursuant to a petition for rehearing filed by the 
appellee, and argument thereon, Mr. Justice Letts 
rendered a very brief memorandum opinion (R. 26-27) 
on February 10, 1936, granting the motion. The re¬ 
hearing took the form of consideration by the court of 
additional briefs submitted by the parties. 

During the latter part of October, 1936, Mr. Justice 
Letts notified counsel for the parties that he would 
decide in favor of the appellee but that there would 
be no opinion. Findings of Fact and Conclusions of 
Law (R. 27-29) and a decree (R. 29-30) were filed on 
December 14, 1936. 

This appeal was allowed and filed pursuant to the 
provisions of Section 129 of the Judicial Code, as 
amended (28 U. S. C. § 227). 


IV 

SPECIFICATION OF ERRORS 

1. The District Court erred in not dismissing the 
bill of complaint. 
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2. The District Court erred in concluding that the 
failure of the appellee promptly to deposit two copies 
of the December, 1931, issue of THE WASHINGTON¬ 
IAN after publication, and to secure registration of 
the copyright thereof, did not deprive it of the right 
to maintain an action for infringement of the copy¬ 
right covering the material contained therein. 

3. The District Court erred in concluding that ap¬ 
pellee’s deposit on February 21, 1933, of a copy of 
the December, 1931, issue of THE WASHINGTON¬ 
IAN, and thereupon obtaining registration certificate 
thereof, entitled appellee to maintain an action for 
infringement occurring before the deppsit of copies 
and registration of the work. 


STATUTE INVOLVED ! 

i 

! 

i 

i 

This action is brought under the Copyright Act 
of 1909, as amended (United States Ccide, Title 17). 
The issues arise under Section 12 which, insofar as 
it is pertinent to this discussion, provides— 

i 

“That after copyright has been secured by 
publication of the work with the nptice of copy¬ 
right as provided in Section 9 of this Act, there 
shall be promptly deposited in the Copyright 
Office or in the mail, addressed to i the Register 
of Copyrights, Washington, District; of Columbia, 
two complete copies of the best edition thereof 
then published, ... to be accompanied in each 
case by a claim of copyright . No action or pro¬ 
ceeding shall he maintained for infringement of 
copyright in any work until the provisions of this 
Act with respect to the deposit of copies and reg¬ 
istration of such ivork shall have been complied 
with." (Emphasis supplied.) 


i 

i 
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VI 

ARGUMENT 

Point 1. The reason for requiring registration and 

deposit of copies is to provide an official public 

registry of the copyright and the ownership thereof. 

The primary question in this case is based upon 
the failure of the appellee to register its copyright and 
promptly to deposit copies of the December, 1931, 
issue of its magazine in the Copyright Office. There¬ 
fore, it becomes important to know just why these 
requirements are imposed. 

i The fundamental purpose of the Copyright Act is, 
of course, to afford authors protection in the enjoy¬ 
ment of a monopoly of their works for a given period 
of time, which is 28 years under the present law. 1 
The first step in securing such protection is the pub¬ 
lication of the work with a notice of copyright. 2 This 
shows that a copyright is claimed upon the material 
covered by the notice. The second step is the prompt 
deposit of two copies of the work, together with reg¬ 
istration of the claim of copyright. 3 That this second 
requirement was no idle gesture on the part of Con¬ 
gress is shown by the fact that it was further provided 
that the copyright claimant cannot sue for an alleged 
infringement until he has qualified himself by taking 
i the second step. 4 Manifestly, therefore, registration 
and the deposit of copies are not merely to enrich the 
Library of Congress. 

1 Section 23; 17 U. S. C. § 23. 

- Section 9 provides that “any person entitled thereto by this 
Act may secure copyright for his work by publication thereof with 
the notice of copyright required by this Act; and such notice shall 
i be affixed to each copy thereof published or offered for sale in 
the United States by authority of the copyright proprietor, . . 

17 U. S. C, § 9. 

3 See Section 12, supra. 

4 See Section 12, supra. 









The case of Koppel v. Downing, 11 App. D. C. 93, 
involved the registration and deposit of j copies where 
a printed copy of the title of the work had been de¬ 
posited in 1874, sixteen years previously. Under tlie 
Act then in force registration and the deposit of copies 
were required within ten days after publication of 
the work, and no person was entitled to a copyright 
unless he strictly complied with that provision.’ This 
Court held that the copyright claimant hud abandoned 
his claim by his failure to continue with publication 
and deposit of copies within a reasonable time, and 
that his right could not be revived by publication and 
completion of copyright sixteen years later. As to 
the necessity for having some official record of the 
copyright and ownership thereof, this Court stated 
(p. 104): 


“. . . The law of copyright, while securing a 
long continued monopoly, contemplates, and the 
policy of it requires that the publicl should have 
notice, by a true and correct official registry, as 
to the real author or proprietor entitled to the 
enjoyment of such monopoly as against the pub¬ 
lic. . . .” (Emphasis supplied.) 


Later in the same case this Court quoted (p. 106) 
from Boucicault v. llart, 13 Blatch. 47,154 (wherein 
the plaintiff had claimed that his right w^s sufficiently 
perfected by filing the title page only) ithe observa¬ 
tion— 


r> Revision of December 1, 1873, of Revised Statutes, Title 60, 
chap. 3, § 4956, provided that “No person shall lie entitled to a 
copyright unless he shall, before publication, deliver at the office 
of the Librarian of Congress or deposit in the mail addressed to the 
Librarian of Congress, at Washington, District of Columbia, a 
printed copy of the title of the book or other article, or a descrip¬ 
tion of the painting, drawing, chromo, statue, statuary, or a model 
or design for a work of the fine arts, for which he desires a copy¬ 
right, nor unless he shall also, within ten days fr<j>m the publica¬ 
tion thereof, deliver at the office of the Librarian iof Congress or 
deposit in the mail addressed to the Librarian of Congress, at 
Washington, District of Columbia, two copies of such copyright 
book or model, or design for a work of the fine arti, a photograph 
of the same.” 
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“. . . that an author or inventor must put his 
claim in the form of a well-defined specification, 
work or composition, and so place it on record, 
so that he cannot alter it to suit his circumstances, 
and so that other authors and inventors mav 

mf 

know precisely what it is that has been written 
or invented.” 0 (Emphasis supplied.) 

This same view is expressed by Arthur W. Weil, 
famed author on copyright, in his American Copyright 
Law (p. 310): 


‘•The object sought by compelling registration 
is that third persons, by inquiry, may ascertain 
whether or not any proposed acts or works would 
violate any existing statutory copyright. The 
primary object of requiring the deposit of copies 
is that the subject matter of works in which copy¬ 
right is claimed may be made public and available 
for the purpose both of information and of avoid¬ 
ing infringement . The purely secondary object 
is the enrichment of the Library of Congress. 
The primary purpose would be entirely defeated 
unless the deposit was made ‘promptly’. If the 
only necessary effect of failure to make the deposit 
‘promptly’ were to prevent the institution of suit 
until the deposit was made, the statute would be¬ 
come, as the former English one was justly called, 
a mere snare for the unwary who were foolish 
enough to rely upon the absence of registration 


c This is only one of many instances where analogies have been 
drawn between patents and copyrights. As between themselves, 
the respective rights of co-owners of copyrights have been held 
to be analogous to those of co-owners of patent rights. Carter v. 
Bailey, 64 Me. 45S, IS Am. Rep. 273. Analogies between patent 
infringements and copyright infringements have also been drawn 
by some courts in arriving at the proper amount of damages. 
Callaghan v. Myers, 128 U. S. 617, 32 L. ed. 547. Analogies have 
likewise been drawn between patents and copyrights in regard to 
the question of taxation. People v. Roberts, 159 N. Y. 70, 53 N. E. 
685. It has also been held that the loss of authorship by publica¬ 
tion is analogous to the loss of rights of invention by the sale of 
a machine which might have been patented. Wheaton v. Peters , 
8 Pet. 591, 8 L. ed. 1055. 
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as showing absence of copyright.”; (Emphasis 
supplied.) 

In the case at bar, the appellee failed to register 
its claim of copyright and promptly to deposit the 
required two copies until long after the alleged in¬ 
fringement occurred, and then did so merely for the 
purpose of this proceeding. The appellants do not 
contend that the appellee did not secure! a copyright, 
or that the copyright secured upon publication was 
invalidated by failure to register and promptly to 
deposit two copies of the work, but they do insist 
that the failure of appellee promptly to deposit copies 
barred it from maintaining any action for infringe¬ 
ment covering material contained in those copies, or, 
if such contention be denied, that the failure to deposit 
promptly barred appellee from maintaining suit for 
acts of infringement performed (as in this case) before 
deposit and registration had taken place' 

Point 2. There must be strict compliance with the 
provisions of the Copyright Act. 

i 

i 

It would hardly seem necessary to point out that 
the appellee, in relying upon the protection offered 
by the Copyright Act, must first strictly comply with 
every requirement thereof. However, this seems ad¬ 
visable in view of the fact that the lower court first 
decided, in a carefullv considered and reasonablv long 
opinion (R. 23-26), that appellee was not entitled to 
recover because of its failure “to do tl|at which is 
required by the statute”, and then, without opinion, 
decreed (R. 29) that appellee was entitled to recover. 
The soundness of the initial reasoning of the lower 
court is shown by many cases, including Freeman v. 
The Trade Register, Inc., 173 Fed. 419, wherein the 
following appears (p. 421): 


i 
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“The law of copyright in the United States is 
entirely statutory. All the conditions prescribed 
by Congress are important and essential and must 
be observed , or there is no right of action. This 
has been the uniform holding of the Supreme 
Court. . . .” (Emphasis supplied.) 

There then follows a quotation from Wheaton v. Peters , 
8 Pet. 391, 665, 8 L. ed. 1055, 1082: 

“All the conditions are important; the law re¬ 
quires them to be performed; and consequently 
their performance is essential to a perfect title. 
On the performance of a part of them the right 
vests; and this was essential to its protection 
under the statute; but other acts are to be done, 
unless Congress have legislated in vain, to render 
the right perfect.’’ (Emphasis supplied.) 

The recent (1929) case of United Thrift Plan , Inc. v. 
National Thrift Plan. Inc.. 34 F. (2d) 300, involved 
the plaintiff’s copyright of a pamphlet which carried 
the notice of copyright on the last page. The court 
held that the failure to print the notice upon the “title 
page or the page immediately following” in accord¬ 
ance with Section 19 of the Copyright Act was fatal, 
and cited, among other cases, Freeman v. The Trade 
Register, Inc., supra, Universal Film Manufacturing 
Co. v. Copperman, 212 Fed. 301, E. I. Horsman & Aetna 
Dull Co. v. Kaufman , 286 Fed. 372, and Bentley v. 
Tibbals , 223 Fed. 247. 

A similar view is expressed in New York Times Co. 
v. Sun Printing & Publishing Association, 204 Fed. 
586, where the court stated (p. 587): 

“. . . Congress was conferring a special priv¬ 
ilege upon authors and could limit that privilege 
in any manner it saw fit. In order to secure a 
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valid copyright or a valid patent, it is necessary 
to comply with every requirement of the laic, and 
a discussion of the wisdom or unwisdom of such 
requirements is wholly irrelevant \ . . .” (Em¬ 
phasis supplied.) ! 

This principle of statutory construction apparently 
at first seemed so well established to the lower court 
that in his said opinion he merely cited (R. 25-26) 
Sutherland on Statutory Construction j (2d Ed., Vol. 
II, pp. 1140, 1142) as “authority for the proposition 
that in statutory proceedings the statutb must be sub¬ 
stantially complied with; every act required which is 
jurisdictional or of the essence of the proceeding, or 
prescribed for the benefit of the party to be affected 
thereby, must be done; the requirement; is mandatory. 
. . . where a statute confers a new right, . . . the 
mode prescribed for its acquisition, preservation, en¬ 
forcement and enjoyment is mandator^. . . . this is 
the rule as to copyrights.” It is submitted that, in 
spite of the lower court’s tacit reversal bf his position 
in adopting the universal rule of statutory construc¬ 
tion which he previously so well expressed, that rule 
still applies. 

i 

| 

Point 3. Appellee, by its failure promptly to deposit 
copies of the December, 1931, issue of its magazine, 
became forever barred from maintaining an action 
for infringement of copyright thereof. 

I 

Congress sought to enforce the provision requir¬ 
ing deposit of copies by prohibiting a copyright claim¬ 
ant from bringing suit for infringement until he had 
fully complied with that provision. And not only 
must the copies be deposited but they must be 
“promptly deposited” pursuant to Section 12. 
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Registration of claim to copyright, as provided by 
Section 10, T includes the deposit of copies under Sec¬ 
tion 12, but is not mandatory except in connection 
with suit for infringement. Although Section 10 states 
that a person “may obtain registration of his claim 
to copyright”, Section 12 states that “Xo action or 
proceeding shall be maintained for infringement of 
Copyright in any work until the provisions of this act 
with respect to the deposit of copies and registration 
of such work shall have been complied with.” 

In determining the legal significance of the deposit 
provision it is interesting to note that the first Copy¬ 
right Act, that of 1790, 8 required a deposit of copies 
within six months after publication; that in the Acts 
of 1831 and 1846, 10 the deposit of copies was required 
within three months ; that in 1865, 11 one month ; that 
in 1870 12 and 1873, 13 the requirement was ten days; 
and that the Act of 1891 14 made it necessary to deposit 
Copies on the day of publication . In 1870, 1873, and 
1891, it was specifically provided that no person should 
be entitled to a copyright unless he strictly complied 
with the provisions of the Act, including the deposit 
of copies as required. In other words, from 1870 
until the passage of the present Act in 1909, the failure 
of a copyright claimant to deposit copies of his work 
in strict accordance with the Act rendered null and 
void his claim to copyright. 

7 Section 10 provides “That such person may obtain registration 
of his claim to copyright by complying with the provisions of this 
Act, including the deposit of copies, and upon such compliance the 
register of copyrights shall issue to him the certificate provided 
for in section fifty-five of this Act.” 17 U. S. C. § 10. 
s Act of May 31, 1790; 1st Cong., 2d Sess., Chap. 15. 
o Act of February 3, 1831; 21st Cong., 2d Sess., Chap. 16. 
to Act of August 10, 1846; 29th Cong., 1st Sess., Chap. 178, § 10. 
i ii Act of March 3, 1S65; 38th Cong., 2d Sess., Chap. 126. 

i- Act of July 8, 1870; 41st Cong., 2d Sess., Chap. 230, §§ 90, 93. 
is Revision of December 1, 1873, Revised Statutes, Title 60, 
§§ 4956, 4959. 

I 14 Act of March 3, 1891; 51st Cong., 2d Sess., Chap. 565, amend¬ 
ing R. S. § 4956 and other sections of title 60, chap. 3 of the 
Revised Statutes relating to copyrights. 


The present copyright law is the first merely to 
withhold the protection of the act until registration 
and deposit of copies, and it is likewise the first to 
specify that the copies shall be deposited promptly 
instead of within a specified time. There is no other 
mandatory penalty. Section 13 15 provides a fine and 
that the copyright shall become void, but this is con¬ 
tingent upon the failure of the copyright claimant 
to meet the demand of the Register of Copyrights for 
the deposit of copies—a demand which the Register is 
not required, but only authorized, to make. The Reg¬ 
ister has no means of knowing when copies should 
be deposited because, unless he is advised by an in¬ 
terested party or learns by his own observation, he 
does not know when a notice of copyright has been 
published. After lie finds that therb has been a 
failure on the part of the copyright claimant to 
deposit copies the latter is subject to no; penalty under 
Section 13 but only to a demand which the Register 
may make upon him to furnish copies, j Of course, if 
lie fail to heed the demand, he subjects j himself to the 
possibility of a fine and to having his copyright become 
void. 

It is significant that Section 13 is primarily designed 
to enrich the Library of Congress. Even the fine sug¬ 
gested is to be accompanied by the payment of “twice 

the amount of the retail price of the best edition of 
_ 

i:> Section 13 provides “That should the copies called for by 
section twelve of this Act not be promptly deposited as herein 
provided, the register of copyrights may at arjy time after the 
publication of the work, upon actual notice, require the proprietor 
of the copyright to deposit them, and after the said demand shall 
have been made, in default of the deposit of cdpies of the work 
within three months from any part of the United States, except 
an outlying territorial possession of the United States, or within 
six months from any outlying territorial possession of the United 
States, or from any foreign country, the proprietor of the copy¬ 
right shall be liable to a fine of one hundred dbllars and to pay 
to the Library of Congress twice the amount of the retail price 
of the best edition of the work, and the copyright shall become 
void.” 17 U. S. C. § 13. 
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the work”. Registration is not mentioned. There¬ 
fore, this section not only has entirely different aims 
from those of Section 12, but it is not co-extensive 
therewith. The Library of Congress is not interested 
in registration of a claim of copyright, but only in 
copies of the work covered by the claim. Authors 
and publishers, on the other hand, are definitely in¬ 
terested in the fact of registration, and, as this Court 
stated in Koppel v. Downing, supra, the policy of 
the Act requires that the public should have this 
official notice. This is required only by Section 12, 
and only Section 12 seeks to enforce the requirement. 
It does so by withholding the right to sue for an in¬ 
fringement until this requirement and that for the 
deposit of copies “shall have been complied with.” 
This provision is so very clear that it really needs 
no interpretation or elaboration. However, for con¬ 
venience, and in order to incorporate the references 
therein, it mav well be read as follows: 

“Xo action or proceeding shall be maintained 
i for infringement of copyright in any work until 
two copies of the work shall have been promptly 
deposited in the Copyright Office as above re- 
! quired, and registration of the claim to copyright 
has been secured pursuant to Section 10.” 

In order to give effect to the requirement of a 
prompt deposit of copies there may be no other con¬ 
st ruction given to Section 12. This is also the con¬ 
struction given by the lower court in his opinion of 
March 28, 1935, when he decided against the appellee 
and said (R. 25): 

“. . . The statute confers the property rights 
in the copyright work upon publication with notice, 
but the enjoyment and protection of such rights 
through the remedial processes afforded by the 
statute are subject to the accomplishment of the 
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conditions and formalities prescribed in the stat¬ 
ute. . . .” (Emphasis supplied.) 

Inasmuch a s registration und e r - S e ction 1 -0- *9 canno t 
be accomplished without the deposit of copies; i t foF 
le ws that this requirement must also be promptly mok 
primary -con dition for the maintenance of a ouit 
£» r infringement under the Copyright kAet - ia, there ¬ 
fore^ the prompt deposit - of copies of the work-pursuant 
t o- Section 4 St 

In this case the appellee failed to deposit copies of 
the December, 1931, issue of its magazine until 14 
months after the publication thereof. At the same time 
it also deposited copies and obtained registration of 
its claim to copyright of all the other 11 monthly issues 
which appeared in 1931. (R. 28.) The qbvious reason 
for depositing copies when it did, on February 21, 
1933, was to endeavor to qualify itself to maintain 
the action which it hied against appellants on March 
8, 1933. (R. 1, 28.) In fact, the appellee ceased pub¬ 
lication of its magazine after the December, 1931, issue. 
(R. 28.) | 

It is hardly necessary to state that the deposit 14 
months after publication did not constitute the prompt 
deposit required by Section 12. The appellee has always 
readily admitted as much. Therefore, hnder the rule 
and the decisions aforementioned, it would appear that 
appellee, by its long delay, has forever become barred 
to sue for an infringement of the copyright in question 
and, perforce, to recover from appellants in this pro¬ 
ceeding. 

The case of Ebeling and Rcuss, Inc. v. Raff, Collec¬ 
tor, and Wright , Tyndale & Van Roden, Inc., 28 U. S. 
Patents Quarterly, 366, decided on December 13, 1935, 
by the District Court for the Eastern District of Penn- 


1G See note 7, p. 12, supra. 
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svlvania, is practically on all fours with the case at 
bar. That was a suit to enjoin the seizure of imported 
decorative china ware, as a “piratical copy” of a copy¬ 
righted pattern, under Section 30 of the Copyright Act, 
which prohibits “the importation into the United 
States ... of any piratical copies of any work copy¬ 
righted in the United States”, and under Section 32 
providing that such articles “shall be seized and for¬ 
feited by like proceedings as those provided by law 
for the seizure and condemnation of property imported 
into the United States in violation of the customs rev¬ 
enue laws.” (17 U. S. C. §§ 30, 32.) 

The copyright in question was secured by defendant 
Wright, Tyndale & Van Roden, Inc., under Section 
11 17 as a work of art “of which copies are not repro¬ 
duced for sale”. It was subsequently reproduced for 
sale, but copies were not deposited, as required by Sec¬ 
tion 11, or re-registration obtained. 18 As stated by 
the court (p. 368): 

“. . . In defense they argue that the only 

penalty for this omission is the fine of $100 and 

17 Section 11 provides: “That copyright may also be had of the 
works of an author of which copies are not reproduced for sale, 
by the deposit, with claim of copyright, of one complete copy of 
such work if it be a lecture or similar production or a dramatic, 
musical, or dramatico-musical composition; of a title and descrip¬ 
tion, with one print taken from each scene or act, if the work be 
a motion-picture photoplay; of a photographic print if the work 
be a photograph; of a title and description, with not less than two 
prints taken from different sections of a complete motion picture, 
if the work be a motion picture other than a photoplay; or of a 
photograph or other identifying reproduction thereof, if it be a 
work of art or a plastic work or drawing. But the privilege of 
registration of copyright secured hereunder shall not exempt the 
copyright proprietor from the deposit of copies, under sections 
twelve and thirteen of this Act, where the work is later reproduced 
in copies for sale.” 

Paragraph 23 of the Rules and Regulations of the Copyright 
Office (17 U. S. C. following § 53, pp. 180, 183) provides that— 
“Any work which has been registered under section 11, if published, 
i. e., reproduced in copies for sale or distribution, must be deposited 
a second time (accompanied by an application for registration and 
the statutory fee) in the same manner as is required in the case 
of works published in the first place.” 
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other requirements imposed by Section 13, and 
that the omission ought not (as contended by coun¬ 
sel for plaintiff) disentitle them from instituting 
the ‘action or proceedings’ for the seizure and 
forfeiture of the imported merchandise of the 
plaintiff forbidden not only by ejection 11 but 
expressly by Section 12. . . . 

‘‘We do not concur in the defensive argument 
submitted. We do not necessarily I hold that the 
failure to make the deposit of copied and to obtain 
registration amounted to an invalidation of the 
original registration. ... We merely hold that 
the neglect to observe the statutory requirements 
referred to, ‘promptly’, (such is the peremptory 
word of Section 12), was fatal to the right of 
Wright, Tyndale & Van Roden, Inc., to inaugu¬ 
rate the ‘action or proceeding’ by which the plain¬ 
tiff’s importations were seized and detained. . . .” 

This decision of the Pennsvlvania court definitelv 

• i * 

establishes the necessity for a prompt deposit of copies 
under Section 12 and, it is submitted, jis in absolute 
accord with the general rule of statutory construc¬ 
tion and also that applied to the Copyright Act by the 
courts of this country, including the Supreme Court 
of the United States. It therefore follows that the 
appellee, by failing promptly to deposit copies of its 
December, 1931, issue, was precluded fr*om maintain¬ 
ing this, or any other, action for infringement of copy¬ 
right covering material contained therein. 

Point 4. If appellee be not forever barred, by its 
failure promptly to deposit copies, from maintain¬ 
ing a suit for infringement, it is at least barred 
from suing for infringement occurring before it reg¬ 
istered its claim and deposited copies^ 

l 

If this Court should finally hold that j the provision 
of Section 12 requiring a prompt deposit of copies 


I 
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need not be strictly complied with in order to qualify 
a proprietor of a copyright to maintain an action for 
infringement, then, it is submitted, any such action 
must be restricted to infringements alleged to have 
occurred after the deposit of copies and the registra¬ 
tion of the work. (This view is also supported by the 
doctrine of intervening rights which is discussed under 
Point 5.) Regardless of whether this or the previous 
view be adopted, the prohibition against suit until such 
time as deposit and registration have taken place is 
applicable, and in either case the appellee cannot main¬ 
tain this action against appellants. 

The necessity for fully complying with the Act in 
order to be accorded the complete protection of its 
remedial provisions is illustrated by the case of 
Dwight v. Applet on, 8 Fed. Cas. 186 (Fed. Case No. 
4215). This arose under the Copyright Act of 
1831, 10 which did not require a prompt deposit and 
did not specifically withhold the right to sue for in¬ 
fringement until the deposit was made and the regis¬ 
tration obtained. However, Section 4 of that Act 
provided that no person should be entitled to the 
benefit of the Act who did not, before publication, 
deposit a printed copy of the title of the work in the 
office of the clerk of the district court. Within three 
months after publication the claimant was required to 
deliver a complete copy to the clerk, who was required, 
at least once a year, to transmit a list of titles recorded 
and all copies of works to the Secretary of State. 
Plaintiff Dwight deposited the title before publication 
but he failed to deposit the complete copies of the six 
volumes of the work until after the allotted three-month 
period. Nevertheless, the court allowed plaintiff to 
recover because deposit was completed before the 


1!> Act of February 3, 1831; 21st Cong., 2d Sess., Chap. 16. 





offence complained of was committed\ The court 
said— 

i 

i 

‘ ‘ That the delivery to the Secretary of State 
of the first volume of the work within six months 
after its publication, and the rest of the volumes 
before the offence complained of wds committed, 
or the action brought, was a sufficient compliance 
with the law to enable the plaintiff jto recover.” 
(Emphasis supplied.) 

i 

i 

The analogy between this case and that at bar is 
very plain. In each case publication of notice was 
effected as required, and in each case deppsit of copies 
was made, but not when required by thp statute. In 
the Dwight case deposit was required within three 
months, whereas one volume was deposited within six 
months and the balance thereafter. In the case at bar 
deposit was required 4 ‘promptly”, whereas the copies 
were not deposited until 14 months later. At this 
point the similarity between the cases ceases. Dwight 
completed his deposit of copies before the alleged in¬ 
fringement occurred, and the court held that the de¬ 
posit was a “sufficient compliance” to enable recovery. 
Appellee herein did not deposit its copies until six 
months after the alleged infringement occurred, and, 
therefore, recovery is barred as to that infringement, 
although the late deposit might be held a “sufficient 
compliance” as to infringements occurring thereafter. 

There is also a practical reason for this construe- 

x | 

tion that becomes obvious from a consideration of 
the contrary interpretation which, apparently, the 
lower court finally adopted, namely, that: a copyright 
claimant mav sue for infringement occurring anv time 
after publication, and within the 28-year copyright 
period, provided copies are deposited and registration 
completed before suit is instituted. Under such a con¬ 
struction a publisher of a daily newspaper could in- 
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elude a copyright notice in each issue of his paper 
but decide that, instead of depositing copies and pay¬ 
ing the two-dollar registration fee, all of which would 
exceed $700 per year, he would merely wait and see if 
any financially responsible party pirated material 
contained in any one of the issues and, if so, he would 
proceed to deposit copies of the issue in question, regis¬ 
ter his claim, and then institute proceedings, even 
though the issue in question had appeared 25 years pre¬ 
viously and the newspaper had been out of existence 
' more than 20 years. He would only be required to bring 
suit within a reasonable time so as to avoid the defense 
of laches. D. 0. Tlayncs & Co. v. Druggists’ Circular , 
32 F. (2d) 215. Surely, no court would countenance 
a proceeding under such circumstances, but under this 
construction of the statute it would be perfectly proper. 
There is no middle ground. The present Copyright 
Act, unlike its predecessors, specifies no period within 
which deposit and registration must occur, but merely 
requires that copies must be deposited promptly. If 
they be not so deposited it makes no difference whether 
they are deposited one year or 27 years later as far 
as this construction of the statute is concerned. 

It is, therefore, submitted that even the most char¬ 
itable construction of Section 12 withholds the protec¬ 
tion afforded by the remedial provisions of the Act 
until copies are deposited, unless they are promptly 
deposited after publication, and precludes suit for 
alleged infringements occurring during any unneces¬ 
sary delay of the copyright claimant in complying with 
the provisions of the Act requiring registration and 
prompt deposit of copies. 
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Point 5. The appellee is estopped from maintaining 
this action. 

l 

Attention has already been called to the fact that 
analogies are frequently drawn between copyrights 
and patents. 20 In the present case the position of 
the appellants, under the most generous| construction 
of Section 12, is closely analogous to that of a person 
to whom is available the defense of intervening rights 
in a suit involving the infringement of a reissue patent. 

A reissue patent will be granted to take the place 
of an original patent which has been cjiscovered to 
be “wholly or partly inoperative or invalid, by rea¬ 
son of defective or insufficient specifications.” IT. S. 
Code, Title 35, § 64; Revised Statutes, j § 491G. In 
other words, where the claims of a patent gre narrower 
than the real invention the onlv remedv isjbv a reissue. 
Union Typewriter Co. v. L. C. Smith £ Bros. Type¬ 
writer Co., 181 Fed. 96G. And the reissue runs only 
for the unexpired term of the original patent. Inter¬ 
vening rights arise whenever a person ipanufactures 
or sells a product, or uses a process, ini the interval 
between the grant of an original patent j and the re¬ 
issues thereof, which acts infringe the reissue claims 
but do not infringe the claims in the original patent. 

It has often been held that a plaintiff! is estopped 
from enforcing a reissue patent against a defendant 
who has acquired intervening rights. Bull Dog Floor 
Clip Co. v. Munson Manufacturing Co. (1927), 19 F. 
(2d) 43, 46; Ashland Fire Brick Co. v. General Befrac- 
tories Co. (1928), 27 F. (2d) 744; Moto Meter Corpora¬ 
tion v. E. A. Laboratories (1932), 55 F. (2d) 936. See 
also Krauth v. Autographic Register Co. (1921), 285 
Fed. 199. This theory is based upon the! assumption 
that the defendant has relied upon an apparent dedica- 

i 

i 


See note 6, p. 8, supra. 
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tion of everything disclosed in the original patent but 
not claimed therein. And it has been held that actual 
knowledge of and reliance upon the original patent 
is not necessary to support the estoppel theory. See 
Moto Meter Corporation v. E. A. Laboratories, supra, 
and Auto piano Co. v. American Co., 222 Fed. 276. 

It is not definitely settled as to the protection which 
a defendant may be accorded in the enjoyment of his 
intervening rights. It has been held that the defend¬ 
ant acquired an irrevocable license under the reissue 
patent. Autopiano Co. v. American Co., supra. Other 
decisions hold that the license terminates with the 
tiling of the reissue application. Naivette, Inc. v. Bish- 
inger (1932), 61 F. (2d) 433. The best considered cases 
on the subject hold that the acts must have taken place 
before the filing of the reissue application in order to 
constitute an estoppel. Iloice v. Coffield, 197 Fed. 541; 
Ashland Fire Brick Co. v. General Refractories Co., 
supra. See also Naivette, Inc. v. Bishinger, supra. 
Other cases indicate that the acts must take place be¬ 
fore the grant of the reissue application. Autopiano 
Co. v. American Co. and Krauth v. Autographic Reg¬ 
ister Co., both supra. 

Some courts have gone farther than the estoppel 
tlioorv and have held that a broadened reissue is void 
on the ground of intervening rights. General Electric 
V. Richmont, 178 Fed. 84; Supreme Co. v. Security Co., 
299 Fed. 65. See also Coon v. Wilson, 113 U. S. 268, 
28 L. ed. 963; Barker and Whipple Co. v. Yale Co., 
123 U. S. 87, 31 L. ed. 100; Dunham v. Dennison Manu¬ 
facturing Co., 154 U. S. 103, 38 L. ed. 924. 

In the case at bar it makes no difference, so far as 
appellants are concerned, whether the estoppel theory 
is applied or it is held that the failure of the appellee 
to comply with the requirement of registration and 
prompt deposit of copies makes it impossible for it 
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to maintain a suit for infringement against any party. 
The former view is no doubt the more equitable, but 
even this precludes suit against appellants herein. 

As in the case of a reissue patent, so Jiere, the re¬ 
quired initial step was taken. The inventor makes 
application for a patent; the proprietor publishes 
notice of copyright. Intervening rights may arise 
in the one case because the inventor fails; to place his 
specifications and/or claims in proper form to give 
him the protection to which his invention entitles him, 
and, in the other case, because the proprietor fails to 
comply with the requirements of the Copyright Act 
in order to qualify to maintain a suit for infringement. 
Until the proprietor complies, he can no more success¬ 
fully sue than can the inventor successfully sue for 
an infringement based upon specifications and/or 
claims which might properly have been made, but 
which were omitted and, therefore, required a reissue 
patent to cover them. Until the required statutory 
steps are taken, neither the inventor nor the proprietor 
may challenge the assumption to which his failure gives 
rise, namely, that potential rights were abandoned and 
the matter dedicated to the public, and, until this 
assumption is rebutted, any acts which might have 
been actionable if the required statutory steps had been 
taken give to the performers thereof intervening rights 

in the form of a license which can onlv be! terminated 

♦ 

by the filing of an adequate application for a reissue 
patent by the inventor, and the deposit of copies and 
application for registration of claim of copyright by 
the proprietor. 

In the present case the first alleged infringing act 
was the publication of certain material eight months 
after appellee’s publication of notice of copyright, and 
six months before registration and the j deposit of 
copies, while the last alleged infringing apt occurred 
two months before registration and deposit by appel¬ 
lee. Publication by appellants of the said material 
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after appellee’s deposit of copies and registration of 
claim of copyright might be said to constitute an ac¬ 
tionable infringement, if such publication had occurred, 
but appellee is clearly estopped to deny the right of 
appellants to their said publication during the period 
of the appellee’s failure properly to protect itself by 
registration and deposit of copies as required by 
the Act. 


vn 

CONCLUSION 

From the foregoing it is impossible to avoid the con¬ 
clusion that Section 12 of the Copyright Act precludes 
the maintenance of this suit and that, furthermore, 
due to the laches of the appellee, the appellants secured 
intervening rights which clearly estop the appellee 
from enforcing any rights which it might otherwise 
have acquired. 

WHEREFORE, the judgment of the District Court 
of the United States for the District of Columbia 
should be reversed with instructions which will ade¬ 
quately protect the rights of appellants as disclosed 
by the record and established by the law. 

Respectfully submitted, 

Elisha Hanson, 

Eliot C. Lovett, 
Attorneys for Appellants , 
729 Fifteenth Street, 
Washington, D. C. 


September 1, 193Y. 
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STATEMENT OF THE CASE. 

This is an appeal from a decree rendered on De¬ 
cember 14th, 1936, by The District Court of the United 
States for the District of Columbia, declaring that a 
certain copyright owned by the Appellbe was wrong¬ 
fully infringed by the Appellants and decreeing that 
the Appellee is entitled to damages fori such infringe¬ 
ment (Record P. 29). 

The essential facts underlying the case are briefly 
as follows: The Appellee, in December! 1931, was the 
owner and publisher of a monthly magazine called The 

I 

I 


i 
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Washingtonian. In the December issue of said maga¬ 
zine, was included an article entitled The Mills of the 
Gods. This issue of the December, 1931 of the maga¬ 
zine was duly copyrighted by means of the required 
printed notice printed thereon as required by the 
copyright act of the United States, then in force (R. 27 
Secs. 3 and 4). 

In August, 1932, the appellees, Pearson and Allen, 
as co-authors, published a book through Liverigkt, 
Inc., publisher, printed by Van Rees Press, Inc., en¬ 
titled “More Merry-Go-Round”, which included a 
chapter entitled “The Wizards of Reconstruction,” 
which contained matter practically identical with the 
aforesaid article appearing in The Washingtonian 
(R, 28, Sec. 6.) 

The required two copies of the said magazine, of 
December 1931, were not deposited in the copyright 
office and certificate of registration secured until Feb¬ 
ruary 21jJL933, when two copies of the said issue of 
the magazine for December, 1931 was duly deposited 
with claim of copyright in the copyright office, the re¬ 
quired fee was paid and a certificate of registration 
was obtained (R. 28, Sec. 8); on Mareh-% 1933, this 
i suit was filed alleging infringement of the said arti¬ 
cle appearing in the said December 1931 issue of The 
Washingtonian (R. 27-28), and thereafter several pre¬ 
liminary motions were filed and disposed of, and on 
March 28, 1935, the District Court through Mr. Jus¬ 
tice Letts, held that the bill should be dismissed be¬ 
cause of the delay in not depositing promptly copies 
of the magazine as required by the copyright act. 
Thereupon a petition for rehearing was heard and 
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i 
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i 

granted and in the latter part of October, 1936, the 
court filed a brief memorandum opinion granting the 
motion (Records 26-27). 

I 

i 

This memorandum opinion of Mr. Justice Letts, filed 
February 10, 1936, is as follows: 

* 7 7 j 

I 

“Since writing the memorandum filed March 28, 
plaintiff’s motion for re-hearing has been filed and 
submitted. Upon consideration of such motion 
mv attention has been directed to the case of Lu- 
miere vs. Pathe Exchange, Inc., qt al., 275 Fed. 
428, and certain English cases notably Goubaud 
& Another vs. Wallace decided by the High Court 
of Judicature in May, 1877. 

“An examination of these authorities and others 
furnished by plaintiff in support of the motion for 
rehearing persuaded me that the j conclusion ex¬ 
pressed in my memorandum of March 28, 1935, is 
erroneous. 

| 

“It follows that the motion for re-hearing 
should be granted. An appropriate order may be 
presented granting such motion (Record 27). 

F. Dickinson! Letts.” 


This appeal was allowed pursuant td the provisions 
of the Judicial Code, as amended. 


For the convenience of the Court, and for ready 
reference, the applicable sections of the copyright act 
of 1909 as amended (United States Code, Title 17) 
are herewith set forth on this brief, as follows: 


“Article 9—Publication of woifk with notice. 
Any person entitled thereto by this title may se¬ 
cure copyright for his work by publication there¬ 
of with the notice of copyright required by this 


i 
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title; and such notice shall be affixed to each copy 
thereof published or offered for sale in the United 
States by authority of the copyright proprietor, 
except in the case of books seeking ad interim pro¬ 
tection under section 21 of this title. (Mar. 4, 
1909, c. 320, PP. 9, 35 Stat. 1077.) 

“Article 12—Deposit of copies after publica¬ 
tion; action or proceeding for infringement. After 
copyright has been secured by publication of the 
work with the notice of copyright as provided in 
section 9 of this title, there shall be promptly de¬ 
posited in the copyright office or in the mail ad¬ 
dressed to the register of copyrights, Washington, 
District of Columbia, two complete copies of the 
best edition thereof then published, or if the work 
is by an author who is a citizen or subject of a 
foreign State or nation and has been published in 
a foreign country, one complete copy of the best 
edition then published in such foreign country, 
with copies or copy, if the work be a book or peri¬ 
odical, shall have been produced in accordance 
with the manufacturing provisions specified in sec¬ 
tion 15 of this title; or if such work be a contri¬ 
bution to a periodical, for which contribution spe¬ 
cial registration is requested, one copy of the is¬ 
sue or issues containing such contribution; or if 
the work is not reproduced in copies for sale there 
shall be deposited the copy, print, photograph, or 
other identifying reproduction provided by sec¬ 
tion 11 of this title, such copies or copy, print, 
photograph, or other reproduction to be accom¬ 
panied in each case by a claim of copyright. No 
action or proceeding shall be maintained for in¬ 
fringement of copyright in any work until the pro¬ 
visions of this title with respect to the deposit of 
copies and registration of such work shall have 
been complied with. (Mar 4, 1909, c. 320, 12, 35 
Stat. 1078; Mar. 28, 1914, c. 47, 1, 38 Stat. 311.) 
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“Article 13—Same; failure to deposit; demand; 
penalty. Should the copies called for by section 
12 of this title not be promptly deposited as pro¬ 
vided in this title, the register of copyrights may 
at any time after the publication of the work, upon 
actual notice, require the proprietor of the copy¬ 
right to deposit them, and after the said demand 
shall have been made, in default of the deposit of 
copies of the work within three mpnths from any 
part of the United States, except an outlying ter¬ 
ritorial possession of the United Spates, or within 
six months from any outlying territorial posses¬ 
sion of the United States, or frqm any foreign 
country, the proprietor of the copyright shall be 
liable to a fine of $100 and to pavi to the Library 
of Congress twice the amount of the retail price of 
the best edition of the work, and the copyright 
shall become void. (Mar. 4, 1909, c. 320 13, 35 Stat. 
1078.)” I 

i 

ARGUMENT. I 

j 

1. The question presented on thisj appeal is the 
same question that was fully argued, and briefs sub¬ 
mitted in the Court below before Mr] Justice Letts, 
whose final memorandum opinion has heretofore been 
quoted in this -brief in full. The contention of the Ap¬ 
pellant below and here is that the faijure of the Ap¬ 
pellee to “promptly deposit copies of the December 

i 

1931 issue of its magazine, forever barred it from main- .J 
taining action for infringement of copyright there¬ 
of.” ! 

| 

At the outset, the Court’s attentiori is directed to 

i 

the conspicuous fact that the Appellants do not refer 
to, discuss or attempt to differentiate the authorities 
relied on by Mr. Justice Letts in considering the mo- 
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tion for rehearing and granting the same as shown by 
his memorandum opinion quoted in full, supra. 

It was clearly the duty of counsel for Appellant to 

deal frankly with this Court and to disclose fullv on 
* * 

their brief the facts and the law relating to it to prop- 
j erlv discharge the ethical , professional duty clearly 
imposed upon them as practitioners before the bar of 
this Court. 

The controlling authorities cited bv Mr. Justice Letts 
in h : s memorandum opinion, quoted supra, are deci¬ 
sive of the points at issue in this case, and it is im¬ 
possible for counsel for Appellees to account for, or ex- 
plai ■. the complete silence of counsel for the Appel¬ 
lants in not even referring to said decisive decisions 
on 41 i.eir brief. 

A no the r striking preliminary statement is deemed 
pert nent to be called to the attention of the Court. 

On the brief of counsel for Appellants on Page 11, 
is found the following gratuitous and impertinent state¬ 
ment ‘‘It is submitted that, in spite of the lower Court’s 
tacit reversal of his position in adopting the universal 
rule of statutory construction which he previously so 
well expressed, that rule still applies.” 

Counsel for Appellees take the liberty of resenting 
on behalf of Mr. Justice Letts this “impertinent state¬ 
ment.” There is nothing tacit in the memorandum opin¬ 
ion filed by Mr. Justice Letts from which this appeal 
is prosecuted. On the contrary, it is a forthright state¬ 
ment, which we here repeat: 


“Since writing the memorandum! filed March 28, 
1935, plaintiff’s motion for re-hekring has been 
filed and submitted. Upon consideration of such 
motion mv attention has been directed to the case 
of Lumiere vs. Pathe Exchange, Inc., et al., 275 
Fed. 428, and certain English cas^s notably Gou- 
baud & Another vs. Wallace decided by the High 
Court of Judicature in May, 1877.j 

An examination of these authorities and others 
furnished by plaintiff in support of the motion for 
rehearing persuaded me that thej conclusion ex¬ 
pressed in my memorandum of March 28, 1935, is 
erroneous. 

It follows that the motion for reJiearing should 
be granted. An appropriate order may be pre¬ 
sented granting such motion.” 

F. Dickinson Letts. 

I 

I 

Does this Court observe the alleged! tacit character 

of Judge Letts’ opinion? And the statement is par- 

ticularlv offensive in view of the failurb of counsel for 
* 

the Appellants to refer to the controlling authorities 

relied on bv Mr. Justice Letts. 

* 

VALIDITY OF APPELLEE'S COPYRIGHT NOT AFFECTED BY 

DELAY IN FILING COPIES OF COPYRIGHT MATTER- 
DELAY IN FILING COPIES MERELY PRE-REQUISITE 
TO ACTION FOR INFRINGEMENT. 

The Act of March 3, 1891, Chap. 566, 26 Stat. 1107, 
amending Revised Statute 4956, providbs that “no per¬ 
son shall be entitled to a copyright unless he shall, on 
or before the day of publication in this or any foreign 
country, deliver at the office of the Librarian of Con¬ 
gress, or deposit in the mail within the United States, 
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addressed to the Librarian of Congress , at Washing¬ 
ton, District of Columbia, a printed copy of the title of 
the booh * * V’ 

The Act of March 4, 1909, Chap. 320, repealed all 
laws in conflict therewith, and for the first time liberal¬ 
ized the copyright law so that a deposit of the book in 
the Library of Congress was not a pre-requisite to the 
rights of the author. Th e author's rights are m atured 
upon the publication with notice of copyright a,nd pur¬ 
suant to Section 9, which says: 

“Any person entitled thereto by this title may 
secure copyright for his work by publication there¬ 
of with the notice of copyright required by this 
title: * * V* 

National Cloak etc. Company v. Kaufman. 

189 F. 215; 

New York Times Company v. Star Com- 
i pany, 195 F. 110. 

It will be noted from the language in Section 12, that 
all that is withheld from the author, until the deposit 
of the required copies, is the right of action. The lan¬ 
guage used is: 

“No action or proceeding shall be maintained 
for infringement of copyright in any work until 
the provisions of this title with respect to the de¬ 
posit of copies and registration of such work shall 
have been complied with.” 

Appellants urge this Court to enlarge the plain 
meaning of that restriction to include not only the right 
of action but any right whatsoever in the author of the 
copyright material. If it had been the intention of 
Congress, by the Act of 1909, to continue the deposit 





of the copies as a pre-requisite to obtaining the copy¬ 
right, they had but to follow the language used in the 
previous statute. Where Congress deliberately changes 
the language in a statute, the Court rhust take notice 
of the change in the language, and it cannot therefore 
hold that the language in the statute of 1909 means the 
same as the language of the previous statute. It is 
perfectly evident that Congress deliberately omitted 
from the Act of 1909 all language that could or might 
be interpreted to require a deposit of the copies before 
anv rights were obtained. 

i 

The thirteenth section of the statutej of 1909, quoted 
supra, bears out the appellee’s contention. It pro- 

i 

vides that “the register of copyrights may at any time 
after the publication of the work, upon actual notice, 
require the proprietor of the copyrig ht to deposit 
them * * V’ The section then continues that if the 
deposit of the copies is not made pursuant to the notice 
in a given time, the proprietor may be liable for a fine, 
and “the copyright shall become void.!” This section, 
by its very terms, is a recognition of tlie validity of the 
copyright and the author’s rights thereunder until his 
failure to comply with the demand foil copies. 

How can the Court sustain the appellant’s position! 
The copyright is in force and effective after publica¬ 
tion with notice of the copyright. They ask the Court 

i 

to hold that, through disingenuous rebsoning and dis¬ 
regard of the plain meaning of the statute, the copy¬ 
right is not a copyright, and gives the ^nthor no rights 
at all until the filing of the copies. They say, in effect, 
and both and at the same time, that we have a copy¬ 
right and we have no copyright. 
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2. The defense in this case amounts to “Confession 
and Avoidance”. It is admitted by the Appellant that 
they wrongfully infringed, appropriated and stole the 
copyrighted material of the Appellee contained in the 
December issue, 1931, of the magazine, The Washing¬ 
tonian. This theft was with full notice and knowledge 
that the stolen property belonged to the owner of the 
magazine The Washingtonian (2). This admission is 
entirely sufficient to indicate the criminal character of 
the Appellants, particularly in view of the further fact 
admitted in the record that the Appellant Pearson tes¬ 
tified that he “Prepared or assisted in preparing the 
matter contained in the December issue of The Wash¬ 
ingtonian, and had actual knowledge of the copyright 
thereof the following quotation from the record (page 
7) is here quoted. “The said Pearson was associated 
with the complainant in and about the preparation of 
the material to be contained and published in the said 
issue of complainant’s said magazine “The Washing¬ 
tonian” for the month of December, 1931, and that as 
such associate and in the course of his said association, 
the said Pearson had full access to the said article 
“The Mills of the Gods”, and knew that the said 
article was the copyrighted property of this complain¬ 
ant.” 

The ‘Confession’ is full and absolute as disclosed 
by the record. The ‘Avoidance’, is frail and inade¬ 
quate, and may be likened to that of a visitor in the 
home of one of your Honors, who having gained access 
and noticed the valuables therein walked off with the 
table silver, and afterwards admitted the theft but de¬ 
fended on the ground that so much time elapsed before 



he was prosecuted, he had acquired “intervening” 
rights in the stolen property, and was hn owner there¬ 
of. 

| 

3. As stated, it is fully conceded that the Appellee 
acquired an exclusive property right in the article 
known as The Mills of the Gods by the copyright there¬ 
of pursuant to the copyright act then ih force, but the 
weak and unconvincing ‘Avoidance’ set up is that the 
copies required to be promptly deposited were not so 
deposited until after a lapse of approximately fourteen 
months after the magazine was copyrighted, to wit, on 
the date of Februarv 21, 1933. 

| 

i 

It is conceded that the copies of The Washingtonian 
were not deposited in the Library of Congress until 
February 21, 1933, and that only then was the certifi¬ 
cate of registration obtained. It is further conceded 
that the counsel when employed to bring the suit, found 
on investigating the case, that the copies had not been 
filed as required by the act and caused the copies to be 
so filed and registration certificate obtained before 
bringing the suit for infringement. 

4. It is submitted that the failure df the Appellee, 
to promptly file, the required copies with the registered 
copyrights and obtaining the certificate of registration 
did not preclude or bar the bringing of this suit. This 
delay did not preclude the filing of the copies and the 
obtaining of the certificate of registration, and that 
delay was no bar to the suit. The copyright was ob¬ 
tained with notice to appellant, as admitted by mark¬ 
ing the magazine ‘copyrighted’ ancf printing the 
claim of copyright on the magazine as required by the 
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act. The printing of this notice, vested in the Appellee, 
the complete title to the exclusive use of the contents 
of the magazine for a period of twenty-eight (28) years 
from the date of the publication of the magazine con¬ 
taining the notice of copyright. 

By reference to the copyright act, Article 13, supra, 
the penalty for failure to deposit promptly is clearly 
provided for by the act as follows: 

“Should the copies called for by section 12 of 
this title not be promptly deposited as provided in 
1 this title, the register of copyrights may at any 
time after the publication of the work, upon actual 
notice, require the proprietor of the copyright to 
deposit them, and after the said demand shall have 
been made, in default of the deposit of copies of 
the work within three months from any part of the 
United States, except an outlying territorial pos¬ 
session of the United States, or within six months 
from any outlying territorial possession of the 
United States, or from any foreign country, the 
proprietor of the copyright shall be liable to a tine 
of $100 and to pay to the Library of Congress 
twice the amount of the retail price of the best 
edition of the work, and the copyright shall be¬ 
come void.” 

5. It is submitted that the penalty for failure to 
deposit copies promptly is prescribed by the Act and 
that until the proprietor of the copyright has been re¬ 
quired to deposit copies of the work by the register of 
the copyrights and fails to do so, the full and complete 
proprietary copyright property is vested in the pro¬ 
prietor thereof fully and completely. The copyright 
proprietor, unless demand has been made, continues 
during the life of the copyright in full possession of 
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the property and may at any time during twenty-eight 
years file the required copies and obtaiii registration of 
the copyright. This is a plain and unambiguous mean¬ 
ing of Article 13 of the Act, and this clear interpreta¬ 
tion of the Act is supported by the fuijther provisions 
of the same section withholding actioil or proceeding 
from the copyright owner for infringement of the copy¬ 
right until the provisions of the article in relation to 
deposit of copies and registration shall lhave been com¬ 
plied with. No other limitation is contained in the Act 
and it becomes apparent that the condition precedent 
to the right of action is removed when the copies are 
deposited and registration certified. 

| 

The lower Courts both through Mr. Justice Proctor 
and Mr. Justice Letts so held. 

i 

In the memorandum opinion filed ^jlarcli 28, 1935, 
Mr. Justice Proctor stated: 

“At the conclusion of the trial I announced that 
I was satisfied from the evidence that the plaintiff 
company acquired copyright upon! publication of 
the article with notice of copyright! in ‘The Wash¬ 
ingtonian’ in its issue of December 10,1931” (Rec¬ 
ord 23). | 

In his decision, filed December 14, 1936, in which the 
Court found the facts and stated his conclusion of law, 
Mr. Justice Letts stated as follows: 

“Upon the publication of the December, 1931, 
issue of The Washingtonian, with the notice of 
copyright, the plaintiff acquired a valid copyright 
of the magazine and of all of th<* material con¬ 
tained therein, including the article entitled ‘The 
Mills of the Gods’, and the plaintiff has not lost 
or disposed of its rights” (Record!28). 


I 
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Mr. Justice Letts further stated in his conclusions 
of law: 

“The failure of the plaintiff promptly to de¬ 
posit two copies of the said December, 1931, issue 
of The Washingtonian after publication, and to 
secure registration of the copyright thereof, did 
not deprive it of the right to maintain an action 
for infringement of the material contained there¬ 
in, even though such infringement occurred prior 
to the deposit of copies. 

The deposit by plaintiff of copies of its Decem¬ 
ber, 1931, issue of The Washingtonian of Feb¬ 
ruary 21, 1933, and thereupon obtaining registra¬ 
tion certificate thereof, entitled plaintiff to main¬ 
tain an action for infringement occurring before 
the deposit of copies and registration of the work. 

The plaintiff’s copyright of the December, 1931, 
issue of The Washingtonian was wrongly in- 
fringed by the defendants by the publication and 
sale of the book entitled ‘More Merry-Go-Round’, 
and plaintiff is entitled to damages against the de¬ 
fendants for such infringement and to a perpetual 
injunction against further infringement” (Record 
29). 

6. The following is quoted from the brief of the 
Appellant: 

“The appellants do not contend that the Appel¬ 
lee did not secure a copyright, or that the copy¬ 
right secured upon publication was invalidated by 
failure to register and promptly to deposit two 
copies of the work, etc.” (page 9). 

This admission would seem to dispose of this case 
favorably to Appellees, and is thoroughly inconsistent 
with a statement on said brief as follows: “It would 
hardly seem necessary to point out that the Appellee, 
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in relying upon the protection offered bjv the copyright 
Act must quickly comply with every requirement there¬ 
of” (page 9). | 

i 

In support of this anomalous position of the Appel¬ 
lants is cited a number of cases, among which is Free¬ 
man vs. The Trade Register, Inc., 173 Fed. 419, which, 
it is submitted, have no bearing on the; questions here 
involved. Before suit was brought, the required copies 
were deposited and the certificate of Registration ob¬ 
tained, thereby enabling the Appellee tp maintain this 
action for infringement of its copyright. 

j 

The case of Coppel vs. Downing, 11 App. D. C. 93, is 
also relied on by Appellants, and it had no application 
to this case. In that case the suit was brought after 
copy of the work had been deposited sixteen years pre¬ 
viously, but the statement of fact points out, “ Under 
the Act then in force registration and; the deposit of 
copies were required within ten days after publication 
of the work and no person was entitled! to a copyright 
unless he strictly complied with that provision” (page 
7). | 

i 

! 

The Court is familiar with the fact jtliat the appli¬ 
cable copyright Act, the present Act, passed in 1909, 
was the first act not requiring deposit pf copies within 
specified time, as a condition precedent to obtaining 
copyright protection. Again quoting from the brief 
of Appellant, we find on page 13 this further admis¬ 
sion: '‘The present copyright law is the first merely 
to withhold the protection of the act until registration 
and deposit of copies and it is likewise the first to 
specify that the copies shall be deposited promptly in- 


i 
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stead of within a specified time. There is no other 
mandatory penalty. Section 13 provides a fine and 
that the copyright shall become void, but this resulted 
from the failure of the copyright claimant to meet the 
demand of the Register of Copyrights for the deposit 
of copies—a demand which the Register is not re¬ 
quired, but only authorized to make, and was not made 
in this case. 

Before the enactment of the present law, the copy¬ 
right was not perfected until the deposit required in a 
certain specified time. Under the present law the com¬ 
plete and full protection of copyright is acquired by a 
published notice of copyright on the copyrighted mate¬ 
rial, no time for depositing copies or other conditions 
to copyright being required to be performed. 

NO ANALOGY BETWEEN COPYRIGHTS AND THE 
REISSUE OF PATENTS. 

The Appellants contend on the brief that because of 
the delay in filing the required copies and obtaining 
the certificate of registration that the appellee became 
barred from maintaining an action for the infringe¬ 
ment of copyrights. 

This contention is based largely on the analogy 
claimed between this case and the law relating to re¬ 
issue patents and a number of cases are cited on the 
brief in which the analogy is attempted to be drawn, 
but it is submitted that the analogy is not well taken. 

When the claims of the patent are narrower than 
the real invention the remedy is by a reissue, and the 
reissue runs only for the unexpired term of the orig- 
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inal patent. In other words, the original patent where 
reissue is sought was not complete and did not afford 
complete protection by reason of defective or insuffi¬ 
cient specifications, and the claims arej narrower than 
the real invention. If an infringement' of the original 
patent is alleged and the claims of the patent are not 
complete the defense is frequently intervened that 
there were no outstanding rights covered by the patent 
when the alleged infringement was committed and the 
defendant claims intervening rights in the interval be- 
tween the claim of an original patent and the reissue 
thereof and the doctrine has often been established 
that a plaintiff under such circumstances is estopped 
from enforcing a reissue patent againjst a defendant 

i 

who has acquired intervening rights. 

i 

Upon the claim of copyright attached to the Maga- 

i 

zine the copyright protection was fully acquired by the 
appellee. Nothing remained to be done to completely 
vest title for the copyright in it and the property in¬ 
volved in the copyright was completely vested in the 
copyright owner from the date of publication. No in¬ 
tervening deficiency of title existed and, therefore, it 
is clear that no infringer could acquire any rights in¬ 
tervening or otherwise in the property of the patent 
during the life of the copyright. 

The mere fact that the copies were! not promptly 
deposited and registration of the copyrights secured 
did not affect the complete title of the copyright in the 
appellee and afforded no excuse for the infringement 
of it by reason of alleged intervening rights, estoppel 
or other special plea. 

i 

i 

i 

! 

i 


! 

i 
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An analysis of the cases relied upon by appellant as 
to the law of reissue of patents and intervening rights 
clearly establishes the validity of the clear distinction 
by that line of decisions and the law of the present 
case. 

The charge here is that the appellants pirated, pla¬ 
giarized, and stole the property of the appellee and the 
claim of intervening rights is equivalent to a confessed 
thief seeking to establish a right of property in the 
stolen goods. 

A further comment may be very accurately and just¬ 
ly made. The doctrine of intervening rights, estoppel, 
laches, are all based on equitable principles. The ap¬ 
pellants here cannot avail themselves of any of the 
fundamental principles of equity in excusing the admit¬ 
ted theft of the appellee’s property. It is a cardinal 
aitd fundamental maxim of equity that ‘‘he who comes 
into equity must come with clean hands” and at the 
same time another fundamental maxim of equity is “he 
who seeks equity must do equity” and it is submitted, 
therefore, that appellants who admitted that they 
maliciously and knowingly and wilfully pirated, ap¬ 
propriated and stole the property of the appellee which 
they knew had been copyrighted cannot be heard to 
rely upon any of the remedial principles of equity. 

The case of Ebeling and Reuss, Inc. v. Raff, Collec¬ 
tor et al., 28 U. S. Patents Quarterly, 366, quoted on 
pages 15, etc., of appellants’ brief, is not on all fours 
with the instant case. In that case the copyright was 
not secured under Section 9 of the statute, but under 
Section 11 of the statute, which applies to productions 
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that “are not reproduced for sale.” In that case a 
copyright was secured for a decorative chinaware pat¬ 
tern, copies of which were not to be Reproduced for 
sale; that was the only copyright secured. Section 11 
of that statute further provides that if the copyright 
for articles not to be reproduced for sale is to ripen 
into a copyright for articles to be reproduced for sale, 
then the deposit of copies required by Section 13 shall 
be made. A verv different issue was! raised in that 

* i 

case from the one involved herein. Here we have the 

i 

validity vel non of a copyright secured under Section 
9 by compliance with the terms of that section. In the 
case referred to the question was, and! the only ques¬ 
tion passed upon by the Court, whetheij or not a copy¬ 
right for goods “not reproduced for salb” ripened into 

i 

a copyright covering goods reproduced jfor sale before 
the deposit of the two copies required! by Section 13. 
The case is not on all fours, but involves entirely dif¬ 
ferent sections of the statute and different issues be¬ 
tween the parties. 

THE PERTINENT CASES HOLD THAT DELAY IN FILING 
COPIES DOES NOT AFFECT THE VALIDITY OF THE 
COPYRIGHT OR BAR RECOVERY FOR INFRINGE¬ 
MENT OF COPYRIGHT BETWEEN PUBLICA¬ 
TION AND FILING OF COPIES. 

As stated the appellants on the brief completely ig¬ 
nored the cases cited by Mr. Justice Letts in granting 
the motion for re-hearing and not a litae is found on 

I 

the brief in relation thereto, although the cases are 
decisive in character and controlling in this case, be¬ 
ing the leading and only cases directly;in point found 
in the books. A leading case to which the attention of 
the court is now called is Lumiere vs. Pathe Exchange, 
Inc., et al, in the Circuit Court of Appeals of Second 
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Circuit, Judges Ward, Hough and Manton, 275 Fed. 
42S. In this case Lumiere, a photographer, took three 
pictures of Dolores Casinelli, a motion picture actress, 
and copyrighted them. Thereafter on August 26, 1919, 
plaintiff sued Patlic Exchange, et al, for infringement, 
accounting and injunction. On April 17, 1920, Judge 
Learned Hand dismissed the bill without costs or prej¬ 
udice and with leave to commence a new action . All 
parties appealed. 


The Circuit Court of Appeals lirst held that Lu¬ 
miere who took the pictures of Miss Casinelli had a 
right under the circumstances to copyright them. 


In May, 1919, Miss Casinelli was employed by Patlie 
Exchange as an actress in “The Unknown Love”. 
Patlie Exchange wished some photographs of Miss 
Casinelli for publicity purposes. Lumiere refused to 
sell them without his copyright notice attached. Patlie 
Exchange then took some of these copyrighted photo¬ 
graphs and employed an artist by the name of Michael- 
son to make two drawings of Miss Casinelli differing 


from the photographs in details of dress but using the 
Lumiere photographs for the face. These drawings 
were published with Michaelson’s name substituted 
for the name of Lumiere in the notice of copyright 
thereon. 


The Circuit Court of Appeals held that such use was 
an infringement of Lumiere’s copyright. 

Then the court discussed and decided (beginning at 
jjage 429) the question we are interested in here: 

“This brings us to the question whether the 
plaintiff has so complied with the provisions of 




the copyright act of March 4, 1$09 (Compiled 
Statutes Sections 9517-9524, 9530-9584), as to be 
entitled to maintain this action, tinder Section 
11 of that act only one copy of tide photographs 
not to be reproduced for sale need be deposited 
and the date of publication need npt be stated in 
the certificate of registry under Section 55 but, 
if they are to be reproduced for sale, two copies 
must be filed under Section 12, and the date of 
publication, i. e. the earliest date on which copies 
were sold (Section 62), must be stated in the cer¬ 
tificate of registration under Section 55. In either 
case copying the photographs , infringed the copy¬ 
right and the right to recover for infringement 
committed before a certificate of registration for 
copies to be reproduced for sale had been aban¬ 
doned would continue. (Italics supplied.) 


44 The plaintiff’s copyright was |established by 
the publication with notice of copyijight as against 
all the world whether with or without actual no¬ 
tice and could not be declared void because not 
‘promptly’ followed by deposit of copies as re¬ 
quired by the Act except by action of the Regis¬ 
ter of Copyrights under Section 13j which was not 


taken. 

“The plaintiff relies in his bill ujpon his having 
published the photographs with thej notice of copy¬ 
right in accordance with Section 9 |and 18 and up¬ 
on certificate of registration obtained under Sec¬ 
tion 55 dated August 8, 1918, and h deposit of two 
copies of each photograph on the ^ame day. The 
trouble is that the certificates of ijegistration are 
for photographs not to be reproduced for sale, 
no date of publication being stated. Section 12 
provides that ‘no action or proceeding shall be 
maintained for infringement of copyright in any 
work until the provisions of the act with respect 
to the deposit of copies and registration of such 
work shall have been complied wit)i. 
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“Deposit of copies and registration is each a 
condition precedent of the right to maintain an 
action for infringement. When the bill was tiled 
/ I two copies of each of the photographs had been 
deposited but the registration required by the act 
had not been obtained. The registration relied 
on is for photographs not to be reproduced for 
» sale, whereas these photographs had been repro¬ 
duced for sale more than a vear before. 

I 

“Xeverthelcss the plaintiff may yet a certificate 
of registration under Section 55 for photographs 
to he reproduced for sale as required by Section 
12, and thereafter may maintain another action , 
which indeed we are informed has been taken. For 
this reason the District Judge rightly dismissed 
the hill without prejudice , and the matter of costs 
was in his discretion. The parties cannot by agree¬ 
ment, expressed or implied, alter the statute.” 
(Italics supplied.) 

Here we have not onlv the holding of the Circuit 
Court of Appeals, but the holding of the Judge of the 
District Court, that the failure to secure the certifi¬ 
cate of registration required by the statute did not 
deprive the copyright owner of the right to sue for 
damages for infringement occurring prior thereto. 
The italics in the foregoing decision of the Circuit 
Court of Appeals was placed there by us for the pur¬ 
pose of emphasizing this holding by the two courts. 

The Court of Appeals flatly holds that the procur¬ 
ing of the certificate of registration required by the 
statute, and this would apply equally to the deposit 
of copies, was a mere condition precedent to the right 
to bring suit. The court below dismissed the bill but 
with the right to bring suit upon the same cause of 
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action when the statutory requirement has been com¬ 
plied with, and the Circuit Court of Appeals held this 
to be right and also dismissed the bill wjith the express 
statement that a new suit upon the san^e cause of ac¬ 
tion might be brought when the statutory requirement 
had been complied with. 

i 

To the decision in this case (Lumierb v. Pathe Ex¬ 
change), Judge Hough attached a memorandum show¬ 
ing that he did not wish to be precluded jipon this ques¬ 
tion, but his memorandum does show that he under¬ 
stood that the decision of the court itself was author¬ 
ity for the proposition that compliance with the stat¬ 
utory requirements was merely a condition precedent 
to bringing suit for damages which had theretofore 
accrued by reason of infringement. 

l 

So far as we have been able to learn, this is the only 
case decisive of this particular point in the American 
courts, although there have been some jexpressions to 
the same effect in other cases. 

j 

I 

Judge Learned Hand of the District Court heard 
the case of Lumiere v. Pathe Exchange when it was in 
the District Court. He was of opinion that the pro¬ 
curement of certificate of registration was merely a 
condition precedent to bringing suit and that the cer¬ 
tificate could be secured and suit maintained for in¬ 
fringement occurring prior thereto, because he dis¬ 
missed the bill in this case “without costs or preju¬ 
dice and with leave to commence a nevf action” after 
securing the proper registration certificate. This rul¬ 
ing was made on April 17, 1920. This |ruling was up¬ 
held by the Circuit Court of Appeals in 1921. 
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In 1923 Judge Hand had before him the copyright 
case of Millennial v. Berlin (291 Fed. 714). In this 
case it is true the question we are now discussing was 
not before the court, but certain statements made by 
Judge Hand in the Millenthal case are extremely im¬ 
portant when we consider he had before him his own 
decision and the decision of the Circuit Court of Ap¬ 
peals in the Lumiere case. 

In the Millenthal case Judge Hand said: ‘‘The pur¬ 
pose of the deposit is to secure two copies of ‘the best 
edition’ for the Library of Congress as a condition up¬ 
on the right to protect the copyright.” 

Again Judge Hand speaks about the delay by the 
copyright owner in depositing copies, etc. and says: 
‘‘He may mend his case even in the event of long de¬ 
linquency. ’ ’ 

I Again he says: “In my judgment the time of de¬ 
posit in Section 12 is permissive.” 

Finally he says: “The purpose of the Act of 1909 

was to open a path for authors beside and not through 

the quagmire which had been created under the old 

act.” Here he evidentlv referred to the old law which 

•> 

made the deposit of copies a condition precedent to 
procuring copyright as distinguished from the new 
law in making the deposit of copies, etc. a condition 
precedent merely to bringing suits for infringement. 

i Here we have a very able and experienced Judge 
heartily sustaining the proposition that the present 
act requires performance of certain things merely as 
a condition precedent to bringing suit without disturb- 
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ing any right and being sustained by the Circuit Court 
of Appeals. 

i 

We contend this is the law of the land and should 

be followed bv this court. 

* 

The same question, however, has beeh decided by the 

British Courts under a statute substantially identical 

* 

with that contained in the American Copyright law and 
decided flatly in favor of the proposition that compli¬ 
ance ivith the statutory requirement of depositing cop¬ 
ies t etc. merely postponed the enforcement of the rem¬ 
edy and entitled the copyright proprietor to sue for 
damages , whenever these requirements had been com¬ 
plied with, which had occurred prior thereto. 

| 

Let us then examine this English cask 

Goubaud v. Wallace, 36 L. T. N. S. 704. 

This case was decided by the Queenj’s Bench Divi¬ 
sion of the High Court of Judicature of England in 
1877. We deem it important that this case be set out 
in full as follows: 

i 

“High Court of Judicature 
“Queen’s Bench Division 
“1877 

i 

“Mav 11 and 12. ! 

i 

“Goubaud and Another v. Wallace (a) 

j 

“Copyright, registration of—condition prece¬ 
dent to action for infringement—5 & 6 Viet. c. 45, 
ss. 13, 24. 

“The registration of copyright is a condition 
precedent to suing for infringement, but not to the 


I 

i 




26 


existence of the copyright itself, and that the in¬ 
fringement took place prior to registration is no 
defence. 

“This was a demurrer to a statement of defence 
in an action for breach of copyright. 

“The statement of claim alleged that the plain¬ 
tiffs were proprietors of the copyright in a book 
published in parts, and called ‘Life of the Earl 
of Beaconsfield,’ and had, before action brought, 
entered their proprietorship in the registry of the 
Stationers’ Company, as required by 5 & 6 Viet, 
c. 42, s. 24, set forth below, and that the defend¬ 
ant, being the printer and the publisher of the 
newspaper called the Morning Advertiser, in¬ 
fringed the said copyright by publishing portions 
of the plaintiffs’ book in the said newspaper. 

“The material defence was that the plaintiffs 
had not made the entry required by the statute 
before the infringement. 

c? 

“To this defence the plaintiffs demurred, on the 
ground that the entry need not have been made 
before infringement. 

“The material sections of the Copyright Act 
1942, 5 & 6 Viet. c. 45, are as follows: 

“ ‘13. It shall be lawful for the proprietor of 
copyright in any book published, or any book here¬ 
after to be published, to make entry in the regis¬ 
try book of the Stationers’ Company, of the title 
of such book, the time of the first publication 
thereof, the name and place of abode of the pub¬ 
lisher thereof, and the name and place of abode 
of the proprietor of the copyright of the said 
book, or of any portion of such copyright in the 
form in that behalf given in the schedule to this 
Act annexed, upon the payment of the sum of five 
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shillings to the officer of the said jcompany; and 
it shall be lawful for every such Registered pro¬ 
prietor to assign his interest or an^ portion of his 
interest therein by making entry iii the said book 
of registry of such assignment, ahd of the name 
and place of abode of the assignee!thereof, in the 
form given in that behalf in the sa^d schedule, on 
payment of the like sum; and such! assignment so 
entered shall be effectual in law to all intents and 
purposes whatsoever, without being subject to any 
stamp or duty, and shall be of the £ame force and 
effect as if such assignment had jbeen made by 
deed. 

‘24. No proprietor of copyright in any book 
which shall be first published after the passing of 
this Act shall maintain anv action or suit at law 
or in equity, or any summary proceedings in re¬ 
spect of any infringement of such copyright, un¬ 
less he shall before commencing sgch action, suit 
or proceeding, have caused an entry to be made 
in the book of registry of the Stationers’ Com¬ 
pany, of such book pursuant to this act: Provid¬ 
ed always, that the omission to make such entry, 
shall not affect the copyright in any book, but only 
the right to sue or proceed in respect of the in¬ 
fringement thereof as aforesaid;! provided also 
that nothing herein contained shall prejudice the 
remedies which the proprietor of the sole liberty 
of representing any dramatic piece shall have by 
virtue of the Act passed in the third year of the 
reign of his late Majesty King William the Fourth, 
to amend the laws relating to dramatic literary 
property, or of this Act, although; no entry shall 
be made in the book of registry aforesaid.’ 

i 

“Atlierley Jones, for the plaintiffs, referred to 
Copinger on Copyright, p. 72, and argued that 
the words of sect. 24 threw no burden on the pro¬ 
prietor of a copyright to register before action, 


i 

i 
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and that without express words no such burden 
could exist. 

“The Solicitor-General (Sir II. Giffard, Q. C.), 
with him Bidler and Child , for the defendant, cited 
Cassell v. Stiff (2 K. & J. 279, per Wood, V. C.; 
7 & 8 Viet. c. 12), and argued that the intention 
of the Legislature was that registration should 
take place immediately on the copyright being ac¬ 
quired, inasmuch as only upon any other construc¬ 
tion of the law infringements might take place 
without any knowledge on the part of the present 
infringer. 

“ Atlierlei) Jones, in replv, cited Beck ford r. 
Hood, (7 T. R. 620). 

“Mellor, J. —I have been much perplexed by 
the consideration of the practical difficulties which 
mav arise from our giving a literal construction 
to the section, but in the end I have come to the 
conclusion that we cannot do otherwise than give 
that construction to it. It is plain that the stat¬ 
ute, 5 & 6 Viet. c. 45, affected a material altera¬ 
tion in the law. (The learned judge read sects. 13 
and 24 and proceeded): I am of the opinion that 
under these sections the registration of copyright 
is merely a condition precedent to the bringing 
an action for infringement, and not to the exist¬ 
ence of the copyright itself. Registration, in fact, 
is necessary only to perfect the right to sue, not 
to create it. 

“Field, J —I am of the opinion that the plain¬ 
tiffs are entitled to judgment, and on this point 
I have no doubt whatever. On reading the stat¬ 
ute of Anne and other statutes in pari materia, I 

have come to the conclusion not onlv that the lan- 

•> 

guage is clear, but also that the language car¬ 
ries out the intention of the Legislature. 
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“The statute of Anne recognize^ the existence 
of copyright, but protected it only by the imposi¬ 
tion of penalties for piracy. 

“Not long before the passing of the statute of 
Anne came Beck ford v. Hood (ubi sup.) in which 
it was held that an action lay for infringement not¬ 
withstanding the penalties, the imposition of which, 
by the statute, it had before been .though, barred 
the possessor of the copyright of the remedy by 
action. It seems perhaps unnecessary to gice a 
specific remedy by action on the ca^e as it is given 
by 5 & 6 Viet. c. 45, s. 15. Now the Solicit or-Gen¬ 
eral relied on sect. 24 of 5 & 6 Viet. c. 45, and 
argued that it could never have been intended that 
that section should allow the proprietor of a copy¬ 
right to delay registration as long as he pleased, 
so long as he registered before action. Before 
looking to 5 & 6 Viet. c. 100, passjed in the same 
session, with reference to copyright of designs, 
we find that where the intention was different, dif¬ 
ferent words are used. Bv sect.! 4 of this Act 

* 

it is enacted that “no person shal|l be entitled to 
take the benefit of this Act, with regard to any 
design in respect of the application thereof to 
ornamenting any article of manufacturing, or any 
such substance, unless such design have before 
publication thereof, been registered according to 
this Act. * * *“ | 

i 

“To seem the object of registration, we must 
look at the words of the statute, and these show a 
clear intention on the part of thd Legislature to 
alter the law. They had the clause of the statute 
of Anne before them, and might have adopted if 
they pleased, but they did not addpt it. The pre¬ 
amble of 5 & 7 Viet. c. 45, shows that thev in- 

f m/ 

tended to go beyond that clause, j This preamble 
states that it is expedient to amend the law re¬ 
lating to copyright and to afford greater encour- 
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agement to the production of literary works of 
lasting benefit to the world. It is clear, therefore, 
that the Legislature intended to alter the law, and 
to give the right of action at once. 

“Judgment for plaintiffs. 

‘‘Solicitors for the plaintiffs, Merriman and 
M orris. 

“Solicitors for the defendants, H. J. and T . 
Child” 

This case discloses an interesting parallel between 
the development of the British copyright law and the 
American copyright law with respect to deposit of 
copies and the procurement of registration. Prior to 
the British Copyright Act of 1842 it would seem that 
deposit of copies and securing of registration was a 
condition precedent to procuring copyright but that 
the Act of 1842, 5 & 6 Viet. c. 45, changed this law so 
as to make deposit of copies and the procurement of 
registration, after publication, merely a condition pre¬ 
cedent. to the institution of suit. Similarly, prior to 
the American Act of 1909 the deposit of copies and 
securing of registration was a condition precedent to 
securing the copyright, but this law was changed by 
the Copyright Act of 1909. 

The foregoing English decision, therefore, is exactly 
in point, and disposes of the question now under con¬ 
sideration upon principle due to the practically iden¬ 
tical provisions of the English and American Copy¬ 
right Acts. An analysis will show that the British 
Act and the American Act upon the same subject are 
identical in meaning. 





The American Act savs: “No action; or proceeding 

; 

shall be maintained for infringement of copyright in 
any work until the provisions of this title with respect 
to the deposit of copies and registration of such work 
shall have been complied with.” 

i 

The English Act provides: “No proprietor of copy¬ 
right in any book which shall be first published after 
the passage of this act shall maintain| any action or 
suit at law or in equity, or any similar proceedings in 
respect of any infringement of such copyright, unless 
he shall before commencing such actiojn, suit or pro¬ 
ceeding have caused an entry to be m^de in the book 
of registry of the Stationers’ Companp, of such book 
pursuant to this act: Provided always, that the omis¬ 
sion to make such entry, shall not affect the copyright 
in any book, but only the right to sue or proceed in 
respect of the infringement thereof as aforesaid.* * *” 

j 

! 

If we insert in the American Act Ithe expression 
found in the British Act, i. e., “Provided always that 
the omission to make such entry, shall not affect the 
copyright in any book, but only the righjt to sue or pro¬ 
ceed in respect of the infringement thereof as afore¬ 
said” the two acts are identical in meaning. To all 
intents and purposes the language just quoted must 
be inserted in the American Act, because the Circuit 
Court of Appeals in the Lumiere case Specifically held 
that the deposit of copies and the securing of registra¬ 
tion did not affect the validity of the copyright itself. 
The Circuit Court of Appeals said: 

| 

“The plaintiff’s copyright was j established by 
the publication with notice of copyright as against 
all the world whether with or without actual no- 
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tice and could not be declared void because of not 
‘promptly’ followed by deposit of copies as re¬ 
quired by the Act except by action of the Register 
of Copyrights under Section 13, which was not 
taken.” 

The decision of the British Court is, of course, not 
binding upon the courts of this country. Nevertheless, 
since the meaning of the British provision is identical 
with that of the American provision, and the British 
decision is rendered upon principle which is manifest¬ 
ly sound, and, as shown by his Lordship North, J. in 
Cate r. Devonshire Newspaper Co. (hereinafter dis¬ 
cussed) which was decided twelve years after the de¬ 
cision in Goubaud v. Wallace holding that the univer¬ 
sal, and as he calls it the notorious practice, of authors 
and publishers in England was to delay the filing of 
copies and securing of registration until there had 
been an infringement and then they performed these 
statutory requirements and instituted suits for past 
infringements, we think the reasoning and authoritv 
of that case should be controlling here unless some 
good reason is shown by the American doctrine should 
not be different from the British doctrine. 

Another English case which, though not dealing with 
the exact question here involved, is extremely illumi¬ 
nating on the subject, and discloses the practice in 
England subsequent to the Goubaud case, is 

Cate v . Devonshire Newspaper Co ., L. R. 40, 
Ch. D. 500. 

This is an English case decided in 1889 by the Su¬ 
preme Court of Judicature. North, J . delivering the 
opinion of the court. 




I 

i 
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I 

A simple statement of this case is as|follows: 

Cate owned a publication which he called the “Com¬ 
mercial Compendium ”, in which he published peri¬ 
odically business data, such as bankruptcies, failures, 
assignments for benefit of creditors, etc;, and this pub¬ 
lication was sent regularly to his subscribers. One of 
his subscribers was the “London Association for Pro¬ 
tection of Trade”. Instead of sending his publica¬ 
tion entitled “Commercial Compendiuip” to this sub¬ 
scriber he printed a large number of his publications 
and entitled them “London Association!for Protection 

i 

of Trade” and sent them to this subscriber who dis¬ 
tributed them to its members. 

i 

i 

The defendant, a newspaper, which }vas one of the 
members or subscribers receiving the publication from 
“London Association for Protection of Trade” pub¬ 
lished on several occasions some of the! material from 

l 

this publication, and Cafe sued for infringement. 

i 

The publication entitled “Commercial Compendi¬ 
um” was registered at the Copyright office which was 
required to entitle the plaintiff to sub for infringe¬ 
ment. The publication which the defendant received 
and from which it copied certain of the material in its 
newspaper was not registered at the copyright office 
under the title of “London Association; for Protection 
of Trade”, but the publication under this title carried 
a notice that it was confidential information for the 
subscribers to whom it was sent. 

i 

i 

In the course of his opinion, North , J. had occasion 
to discuss the question of the right to sue as related 


j 

i 
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to the duty to register at the copyright office. His Lord- 
ship said: 

“It is well known that registration is only neces¬ 
sary as a condition precedent to suing; and the 
almost universal practice on the part of large pub¬ 
lishers notoriously is that thev do not register un- 
til just on the eve of taking some proceeding; then 
they take care to register their copyright and sue 
upon it. I think, therefore, that the contention that 
the defendants have not been warned by registra¬ 
tion of the title under which the document appears 
is not one which can be sustained. Further it 
seems to me impossible for the defendants here 
to sav that thev have been misled bv the silence 

•f * » 

of the plaintiffs on the subject into publishing 

what thev have done because when thev look at 
• » 

the document which they have received, there is a 
direct warning at the head of it that it is strictlv 
private and confidential and is not to be used for 
the purpose of publication. They, therefore, if 
they choose to publish it, cannot say that they 
have been misled into the belief that thev would 
be justified in publishing the contents of that pa¬ 
per because they have been expressly warned by 
the paper itself that they had not any such right.” 

This opinion is extremely illuminating for two rea¬ 
sons. First: That his Lordship flatly holds that the 
registration is merely a condition precedent to bring¬ 
ing suit and that the practice in all England is notor¬ 
iously that publishers habitually wait until their copy¬ 
righted material has been infringed and then only do 
they register in order to bring suit for infringement 
which has alreadv occurred. 

Second: We are also interested in what his Lord- 
ship said in connection with the matter because we 
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have formerly pointed out in our brief that pirates can¬ 
not complain that they have been milled when upon 
the face of the very paper they have pirated they have 
been given notice and warning, as was frue in this case, 
where the notice of copyright was printed on the maga¬ 
zine itself, that they had no right to publish what they 
were publishing. 

THE THEORY THAT COPYRIGHT OWNER HAS A BARE 
LEGAL RIGHT PRIOR TO DEPOSIT OF COPIES AND SE¬ 
CURING REGISTRATION IS UNSOUND ON PRINCIPLE. 

i 

On principle, a holding that prior tp the deposit of 
copies and securing of registration the copyright owner 
has only a bare legal right is unsound. 

i 

The mere statement of the case is itsjown refutation. 

i 

It is settled law, and so held by the cohrt in this case, 
that the copyright proprietor secures!a copyright on 
ymblication with notice, but the very nature of the case 
precludes a holding that the right acquired can be a 
bare legal right. The right acquired on securing a 
copyright is not merely a right to do Something—it is 
a right to exclusively do something— exclusively pub- 

i 

lish, republish, vend, etc., the copyrighted article. 

If others may also publish the samp material after 

i 

the copyright owner has secured his copyright by pub¬ 
lication with notice, then the right of the copyright 
owner (which is a right to exclusively publish) is taken 
away altogether, because everybody el$e has the same 
right and the copyright owner then hajs no more right 
than he had at common law. Thereforp to say that he 
has a bare legal right voids the copyright altogether 
because when others have also the right to publish 
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(which they may do without claiming copyright) the 
copyrighted literary ^vork is dedicated to the public 
and is lost to the copyright owner forever. The state¬ 
ment, therefore, that he has a bare legal right is not 
only inconsistent with the statement that he has a copy¬ 
right, but is equivalent to saying that he has no right 
whatever. The proposition, therefore, is unsound on 
principle. 

I For the violation of anv right there is a remedv or 
else the right itself is destroyed. 

For everv right there is a remedv and where there 
is no remedy the right is lost. The authorities might 
be multiplied upon this subject. 

(See 1 C. J. 985 and notes.) 

It certainly cannot be said that Congress in the copy¬ 
right Act intended, either expressly or by implication, 
to destroy the copyright by merely postponing the 
remedy until certain things had been done. The avowed 
purpose of Congress in changing the old law by the 
Act of 1909 was to avoid the very thing which the pro¬ 
posed holding of the court would result in. 

A practical and consistent interpretation of the Act 
is made by Judge Hand in the Millenthal and Lumiere 
cases in the District Court , and affirmed by the Circuit 
Court of Appeals in the Lumiere case, and as made by 
the British Courts in the cases herein discussed, sup¬ 
port and preserve the fundamental principle that 
where you destroy the remedy you destroy also the 
right. Any other construction, at least that one which 
it is here proposed to be placed upon the Act, would 




destroy rather than preserve, the rights conferred by 
the Copyright Act. Obviously no sucfy intention was 
ever entertained by Congress or in any| way expressed 
in the Copyright Act. The only way to preserve the 
rights given to the author or publisher who is pro¬ 
tected by the Act is to construe the matter now under 
consideration exactlv as it has been cdnstrued by our 
Circuit Court of Appeals and the British High Court 
of Judicature. 

| 

As was decided bv the court in Lumiere v. Pathe Ex- 
change (supra), and in the District Court below, the 
requirements with respect to deposit oil* copies, secur¬ 
ing registration, etc., were mere conditions precedent 
to the right to file suits and that a suit might he brought 
after doing these things for an infringement thereto¬ 
fore occurring; also as was said by the court in both 
English cases heretofore cited, the doipg of the things 
required by the statute are merely conditions precedent 
to the right to sue for the wrong that\ had been com¬ 
mitted. 

j 

Wo therefore submit that all of thej authority that 
has been found is to the effect that Congress intended 
merely to postpone the remedy and not to deprive the 
copyright owner of any rights, and that whenever the 
copyright owner has complied with the statutory re¬ 
quirements by deposit of copies and jsecuring regis¬ 
tration has remedy then extends to any prior infringe¬ 
ment of his rights. Any other conclusion would de¬ 
stroy the copyright altogether. Such!is not the law 

j 

here nor the law or practice for many years in Eng¬ 
land under a substantially identical statute. 



It is submitted on the whole case that the appellee 
acquired a just cause of action against the appellants 
for infringing her copyright; that this right of action 
accrued when the copies of the magazine were filed 
with the Register of Copyrights and a certificate ob¬ 
tained, although there had been a delay in filing the 
copies and obtaining the registration. The filing of the 
copies was a condition precedent to the bringing of the 
suit and as decided in the Lumiere case the copies 
could be filed and registration obtained at anv time 
during the life of the copyright and damages could be 
recovered for infringement occurring before the de¬ 
posit of the copies; the only voiding of the copyright 
and right of action is failure to deposit the copies after 
demand made to do so by the Register of Copyrights 
and the consequent voiding of the copyrights. 

It is submitted, therefore, that the judgment of the 
lower court should be sustained. 

Respectfully submitted, 

Gibbs L. Baker, 

Horace S. Whitman, 
Attorneys for Appellees , 

815 15th Street, N. W., 
Washington, D. C. 
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October Term, 1937 

i 

i 

No. 6921 ! 

I 

j 

Drew Pearson, Robert S. Allen, and Van 
Rees Press, Inc., 

Appellants , 

i 

v. 

i 

i 

The Washingtonian Publishing Company, Inc., 

Appellee . 

— i 

j 

APPELLANTS’ REPLY BRIE}? 


ANSWER TO APPELLEE’S REPRESENTATIONS 

I 

Counsel for appellee seem to place grdat reliance 
upon the memorandum opinion (Record, pages 26-27) 
of Mr. Justice Letts granting the motion for rehear¬ 
ing, together with two cases in addition to j those men¬ 
tioned in the said opinion. They even go so|far (Brief, 
pp. 6-7) as to assume that the said opinion:constitutes 
a final decision on the merits. This was the exact 
attitude assumed by opposing counsel after Mr. Justice 
Letts rendered that opinion. However, the latter con¬ 
tradicted any such assumption and held that his opin- 
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ion merely referred to the motion for rehearing. 1 It 
was then agreed by all concerned that the rehearing 
should be in the nature of a reargument in the form 
of additional briefs. Thereupon, Mr. Justice Letts 
signed an order granting the motion for rehearing, and 
the parties later submitted briefs. 

In the light of the foregoing it is inconceivable that 
anyone, especially counsel having full knowledge of 
all of the circumstances, should even suggest that the 
said memorandum opinion represents a final deci¬ 
sion on the merits. 

As stated in appellants’ original brief (p. 4), when 
Mr. Justice Letts, more than six months later, reversed 
his original decision (R. 23-26) he did so without an 
opinion. In order to obviate the necessity of a state¬ 
ment of evidence, the parties agreed upon “Findings 
of Fact” (R. 27-28) which were adopted by the Court 
on December 14, 1936, followed by “Conclusions of 
Law” (R. 28-29) which the parties agreed would 
bring before this Court, in a succinct form, the ques¬ 
tion of law involved. 

Under these circumstances appellants were and 
still are without knowledge of the reasoning which 
caused Mr. Justice Letts to reverse his original posi¬ 
tion as set forth in his lengthy decision of March 28, 
1935. Therefore, appellants concluded that they could 
best insure a full presentation of the issues after the 
appellee filed its brief indicating the grounds upon 
which it believes the Court reversed itself. For these 
reasons, appellants made no effort, in their original 
brief filed in this Court, to discuss the interlocutory 
memorandum of Mr. Justice Letts in granting the mo¬ 
tion for rehearing. 

1 This clearly appears from the third and last paragraph of 
the memorandum opinion (R. 27) : 

“It follows that the motion for re-hearing should be granted. 
An appropriate order may be presented granting such motion.” 
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Before proceeding with the discussion |of the cases 
upon which appellee relies, the attention of the Court 
is directed to the unwarranted statements made by 
appellee (Brief, p. 10) that “It is admitted by the 
appellant that they wrongfully infringed, Appropriated 
and stole the copyrighted material of the appellee”, 
and that “This admission is entirely sufficient to indi¬ 
cate the criminal character of the appellants”. These 
assertions not only go beyond the facts found by 
the lower court, and also the record in the case, but 
are specifically denied by the appellants 'in their an¬ 
swer. The appellee apparently believes j that every¬ 
thing stated in its Bill of Complaint is gospel whereas 
the said assertions, which are presumably based upon 
statements made upon information and belief in Para¬ 
graphs 17, 19, and 21 of the Bill (R. 5-7)j, are denied 
by the corresponding paragraphs in the I answer (R. 
13-16). | 

In Paragraph 21 of the Bill is also! the allega¬ 
tion, “upon information and belief,” qiiotcd in ap¬ 
pellee’s brief (p. 10), that the appellant Pparson “was 
associated with the complainant in and about the prep¬ 
aration of the material to be contained aqd published 
in the said issue of complainant’s said magazine ‘The 
Washingtonian’ for the month of December, 1931, and 
that as such associate and in the course qf said asso¬ 
ciation the said Pearson had full access j to the said 
article ‘The Mills-of the Gods’, and knew that the 
said article was the copyrighted property jof this com¬ 
plainant.” This allegation was not only specifically 
denied by appellant Pearson (R. 15-16) bpt he stated 
that the “intervening rights of defendant Liveright, 
Inc., 2 are paramount to any alleged to have been se- 
—. 

2 Liveright, Inc., was the publisher, now out of j business, who 
secured the copyright of the book containing the alleged infringing 
matter. 
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cured by plaintiff by completion of registration more 
than 14 months after publication of notice of copy¬ 
right.” Furthermore, appellant Pearson, in Para¬ 
graph 7 of his answer, stated (R. 14) that he pur¬ 
chased and paid for the said article and “verily be¬ 
lieved that The Washingtonian Publishing Company 
had abandoned any intention which it may originally 
have entertained regarding compliance with the Copy¬ 
right Act in order to obtain protection as to the con¬ 
tents of the December, 1931, issue.” 

n 

ANSWER TO APPELLEE’S ARGUMENTS 

A. As to the Necessity for Complying with the 

Statute. 

The appellee admits (brief, p. 8) that “all that is 
withheld from the author, until the deposit of the 
required copies, is the right of action.” But appellee 
omits to state that the deposit must be in accordance 
with the provisions of the act, and that it must be 
made 11 promptly”. Such is the plain requirement of 
the statute and, although copyright may already have 
been secured by proper publication of notice, the 
right to sue for an infringement is withheld “until” 
there has been complete compliance "with the statute. 
To use the language of the Supreme Court: “other 
acts are to be done, unless Congress have legislated 
in vain, to render the right perfect.” Wheaton v. 
Peters, 8 Pet. 591, 665, 8 L. ed. 1055, 1082. 

Even the use of the word “until” is significant. It 
clearly connotes tune. It is a word of limitation. Bud 
Hoard Co. v. F. Berg & Co., 137 Okl. 16, 278 Pac. 273, 
274. It is not a condition, whereas the use of the w'ord 
“unless” would have implied a condition. Federal 
Sign System v. Amavet, 7 La. App. 680, 682. The 
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use of the word * 4 until” in conjunction Vith the word 
“promptly’* undoubtedly makes time an essential ele¬ 
ment in connection with the deposit of copies if the 
full protection of the statute is to be secured. “Until” 
introduces the requirement which determines the very 
existence of the right to sue. Until that requirement 
is fulfilled there is no such right . 

The extent to which appellee goes to justify its posi¬ 
tion is seen in its statement (brief, p. 17|) that “Upon 
the claim of copyright attached to the !magazine the 
copyright protection was fully acquired by the ap¬ 
pellee.” In view of the plain wording of the statute 
it is impossible to see how the appellee can thus ignore 
the requirement of prompt deposit and of registration 
which are absolutely essential to the maintenance of 
a suit and the full protection of the copyright. As a 
matter of fact, even the appellee previously admitted 
(supra, and brief, p. 8) that the “rightsof action” is 
withheld “until the deposit of the required copies.” 

The appellee represents (brief, p. 9) that the appel¬ 
lants “say, in effect, and both and at t^ie same time, 
that we have a copyright and we have no copyright.” 
Appellants actually contend that, although appellee 
obtained a copyright by publication of pie copyright 
notice it failed to complete and perfect its right as 
required by statute to enable it to sue fo^ an infringe¬ 
ment. The reason for its failure does not appear, 
nor is it material to this proceeding. However, it 
may be significant that the issue (December, 1931) 
of the magazine here involved was the last which ap¬ 
pellee ever published. (K. 28.) The abandonment of 
the publication was obviously the reason for the 
abandonment of any intention which it mi£ht originally 
have had to perfect its right under the statute. 

The situation in which the appellee finds itself with 
a copyright but with no right to sue for any infringe- 
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ment thereof is by no means fantastic or unthinkable, 
as appellee would have this Court believe. An an¬ 
alogous situation is often presented under the Nego¬ 
tiable Instruments Law. Generally speaking, present¬ 
ment of a negotiable instrument is necessary in order 
to charge the drawer and indorsers. 3 This must be 
made on the day the instrument is due unless it is pay¬ 
able on demand, in which case presentment must be 
made within a reasonable time. 4 The instrument must 
be exhibited to the person from whom payment is de¬ 
manded,’ and, if it be dishonored, any drawer or in¬ 
dorser to whom notice thereof is not given is released 
from anv liabilitv. G It has accordinglv been held that 
the indorser of a demand note was discharged from 
liability where the holder of the note waited for more 
than three years after default before making present¬ 
ment. Commercial. Xational Bank of Syracuse v. Zim¬ 
merman , et al, 185 X. Y. 210, 77 N. E. 1020. 

The holder of a negotiable instrument must there¬ 
fore be careful to take the steps required by the 
statute or he will find himself without any right to 
recover from the only person from whom any recovery 
would be possible. He would still have the instrument, 
but his failure to comply with the statute would have 


s See. 70 provides: “. . . except as herein otherwise provided, 
presentment for payment is necessary in order to charge the 
drawer and indorsers.” 

4 Sec. 71 provides: “Where the instrument is not payable on de¬ 
mand, presentment must be made on the day it falls due. Where 
it is payable on demand, presentment must be made within a 
reasonable time after its issue, except that in the case of a bill 
of exchange, presentment for payment will be sufficient if made 
within a reasonable time after the last negotiation thereof.” 

5 Sec. 74 provides: “The instrument must be exhibited to the 
person from whem payment is demanded, and when it is paid must 
be delivered up to the party paying it.” 

c Sec. S9 provides: “Except as herein otherwise provided, when 
a negotiable instrument has been dishonored by non-acceptance or 
nonpayment, notice of dishonor must be given to the drawer and 
to each indorser, and any drawer or indorser to whom such notice 
is not given is discharged.” 
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barred the maintenance of an action thereon. So, in 

j ' 

the instant case, the appellee still has its copyright, 
but its failure to comply with the requirement for the 
prompt deposit of copies makes impossible the main¬ 
tenance of an action for the infringement thereof. 

The first contention made by appellants in their 
original brief (p. 11) that the appellee, by its failure 
to deposit copies of the December, 1931' issue of its 
magazine, became forever barred from maintaining 
an action for infringement of copyright thereof is 
thus clearly supported by a similar statutory situation 
under the Negotiable Instruments Law. Significantly, 
the second contention of appellants (brief, p. 17), 
namely, that, if appellee be not forever barred, by its 
failure promptly to deposit copies, from maintaining 
suit for infringement, it is at least barred from suing 
for infringement occurring before it registered its 
claim and deposited copies, also finds support under 
the Negotiable Instruments Law, and in aj case decided 
bv this Court. 

* ! 

Reference is made to Roberts v. International 

Bank, 58 App. D. C. 87, 25 F. (2d) ;214, wherein 
two installment notes, each secured by mortgage, 
were purchased by a bank, but upori which only 
the next three monthly installments were paid. The 
bank failed to protest the nonpayment of any install¬ 
ments subsequently due until those payable on October 
1 and November 1, 1926. These were duly protested, 
and suit was later brought by the bank against the 
indorser for their recovery. The latter contended that 
he had been discharged from liability by reason of 
the bank’s failure to notify him of thej nonpayment 
of installments due prior to October l,j 1926. This 
Court rejected the contention and stated4- 

“. . . His apparent failure to kee^ himself in¬ 
formed concerning the propei'ty and the notes 


i 

I 


i 
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was mere negligence upon his part, and the loss 
of which he complains was occasioned thereby, 
and he is without remedy against the indorsee. 
The failure of the latter to give notice of the 
nonpayment of the installments falling due prior 
to October 1, 1926, results in discharging the 
plaintiff in error [the indorser] from liability 
for those payments, but has no other effect. 
Section 1393, 7 ‘ D. C. Code. ,, 

There is thus presented an analogy similar to that 

afforded bv the most charitable doctrine of interven- 
* 

ing rights in a suit involving the infringement of a 
reissue patent as discussed in appellants’ original 
brief (pp. 21-24). Just as the bank in the foregoing 
case was limited in its recovery to the note install¬ 
ments which were made the subject of protest in ac¬ 
cordance with the statute, so must the appellee here 
be limited in its recovery, if it have any rights what¬ 
soever in that regard, to acts of infringement taking 
place after deposit of copies as required by the stat¬ 
ute. 8 Even under such an interpretation of the Copy¬ 
right Act appellee could not recover from appellants 
herein because the act of infringement occurred many 
months prior to the deposit of copies. 


" This is Section 141, Title 22, of the new D. C. Code and 
contains the provisions of Section S9 of the Negotiable Instruments 
Law which became apnlicable to the District of Columbia by Act 
of January 12, 1899 (30 Stat. L., p. 785). See note 6, p. 6, supra. 

8 As a matter of fact, the Roberts case is far stronger in this 
regard than the case at bar. By virtue of the installment charac¬ 
ter of the instrument, there was a periodic opportunity for the 
bank to comply with the statute governirg dishonor, and thus pro¬ 
tect its right to sue for each installment as it became due, whereas 
here there was only one opportunity for the copyright claimant 
to perfect its right, and that was promptly after publication. 
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B. As to the Lumiere Case. 

j 

Counsel for appellee refer to Lumiere v. Patlie Ex¬ 
change, 275 Fed. 428 (cited by Mr. Justice Letts in his 
interlocutory memorandum opinion), as the only 
American case decisive of the point here raised. The 
only trouble is that the facts make it inapplicable. It 
involves solely the question of a proper registration 
of copyright, the registration which ^’as first secured 
having been inadequate for the purpose intended. 

The copyright in question was that of a photo¬ 
graph. Under the law it was necessary promptly to 
deposit one copy if the article were hot to be repro¬ 
duced for sale and two copies if it weife. In each case 
a certificate of registration was only jrequired before 
a suit for infringement could be instituted, but where 
no sale was contemplated it was not necessary to in¬ 
clude in the certificate the date of first publication, 
whereas if sale were contemplated the date of the pub¬ 
lication was required to be set forth. | 

Inasmuch as sale was contemplated, tivo copies of 
the photograph were promptly deposited as required. 
However, the certificate of registration gave no date 
of publication and therefore was only good for photo¬ 
graphs not to be reproduced for salej This was the 
situation when the suit was instituted for an infringe¬ 
ment of the copyright. The District Court dismissed 
the bill without prejudice to the right of the plaintiff 
to institute another action after he had secured a cer¬ 
tificate of registration for photographs to be repro¬ 
duced for sale. Both parties appealed, each contend¬ 
ing that a decree should have been jentered on the 
merits in his favor. 

The Circuit Court of Appeals for the Second Cir¬ 
cuit affirmed the action of the District Court in dis¬ 
missing the bill but, in addition, stated that 11 the right 
to recover for infringement committed before a cer- 


i 





10 


tificate of registration for copies to be reproduced for 
sale had been obtained would continue.” There was 
no question concerning the deposit of copies 
“promptly” or otherwise, because there had been full 
compliance with the statute in this regard. In fact, 
the law had been complied with in every respect ex¬ 
cept furnishing the date of publication. The name 
of the proprietor of the copyright was given; the 
subject of the copyright was described; and two copies 
of the copyrighted article were available for inspec¬ 
tion by any parties interested. The fundamental re¬ 
quirement of the law, as expressed by this Court in 
K op pel v. Downing, 11 App. D. C. 93, 104, had thus 
been met. 0 

As pointed out by appellee, the court in the Lumiere 
onse observed that a copyright “could not be declared 
void because not ‘promptly’ followed by deposit of 
copies as required by the act except by action of the 
Register of Copyrights under Section 13”. The ques¬ 
tion of the deposit of copies was in no way involved, 
furthermore, it has never been contended by appel¬ 
lants here that the failure of appellee promptly to de¬ 
posit copies invalidated the copyright; instead, it has 

merelv been the contention that such failure makes 
* 

it impossible to maintain a suit, or at least a suit based 


0 In the ease of Koppcl v. Downing, 11 App. D. C. 93, this Court 
stated (p. 104): 

. . The law of copyright, while securing a long continued mon- 
opoIv. contemplates, and the noliev of it requires, that the public 
should have notice, by a true and correct official registry, as to 
the real author or proprietor entitled to the enjoyment of such 
monopoly as against the public. . . .” 

Later in the same case this Court ouoted (p. 106) from Bou- 
rirnv.lt v. Har+, 13 Blatch. 47. 54 (wherein the plaintiff had 
claimed that his right woe sufficiently perfected by filing the title 
page onlv), the observation— 

. . that an author or inventor must put his claim in the form 
of a well-defined specification, work or composition, and so place 
it on record, so that he cannot alter it to suit his circumstances, 
and so that oth°r authors and inventors may know precisely 
what it is that has been written or invented/’ 


upon an infringement alleged to have occurred prior 
to deposit. 

In connection with the question of proper registra¬ 
tion in the Lumiere case it should be noted that Sec¬ 
tion 12 of the Copyright Act requires prompt deposit 
of copies, but not prompt registration. This differ¬ 
ence between the two requirements wa^ recognized by 

Judge Hough in his concurring opinion wherein he 
stated (p. 430): 

| 

“I agree with the foregoing opinion as far as 
it goes. There are, however, tjwo points for 
which this decision will by inference be thought 
authority and as to which I do not wish to be 
concluded. They are: (1) Whether under the 
circumstances shown by the record this plaintiff 
should not lie relegated to his actipn at law; and 
(2) whether in any form of action plaintiff can 
recover damages for infringements committed 
before he not only registered his claim of copy¬ 
right, but deposited the requisite number of 
copies.” (Emphasis supplied.) 

It is submitted that any inference which may be 
drawn from the dictum in the Lumiefe case cannot 
possibly be decisive of the case at bdr. Instead of 
that case being the only American case “ directly in 
point”, as contended by appellee, we! find that the 
much more recent (1935) decision in Ebeling & Reuss, 
Inc. v. Raff, Collector, and Wright, Tyndale & Van 
Roden, Inc., 28 I T . S. P. Q. 366, has that distinction. 
This case is fully discussed in appellants’ original 
brief (pp. 15-17) and is only mentioned here as a re¬ 
minder that it involves the specific question of prompt 
deposit and holds that neglect to observe this statu¬ 
tory requirement is fatal to the right to maintain an 
action. Although the subject matter was different 
from that in the instant case, the copyright proprietor 
was answerable to the provisions of Section 12 to the 
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same extent as the appellee here. Therefore, the in¬ 
terpretation of that section’s requirement that copies 
must be “promptly deposited” is equally applicable 
to this case. 


C. As to the English Cases. 

Counsel for appellee also rely upon two English 
cases, but primarily that of Goubaud v. Wallace, 36 
Law Times (New Series), 704, also cited by Mr. Jus¬ 
tice Letts in his interlocutory memorandum opinion. 
Not only is that decision itself inapplicable to the 
case at bar, but counsel endeavor to give unwarranted 
weight thereto. 

For some unknown reason it is represented on be¬ 
half of the appellee that the Goubaud case was decided 
by the “High Court of Judicature”. There is no such 
court in England. There is the Supreme Court of 
Judicature, which includes the Court of Appeal—the 
intermediate court between the High Court of Justice 
and the House of Lords. The High Court of Justice 
is a nisi prius court having various divisions, includ¬ 
ing the Queen’s (or King’s, as the case may be) Bench 
Division. The latter is the one before which the case 
of Goubaud v. Wallace was heard in 1877. The case 
was reported by J. M. Lely, Esqre., Barrister, and ap¬ 
peared in the legal magazine known as the Law Times. 
It never appeared in the official Law Reporter. Fur¬ 
thermore, the case has never been judicially noticed 
in England, no mention of it appearing either in 
the English and Empire Digest or in Talbot and 
Fort’s Index of Cases Judicially Noticed. It is, 
therefore, apparent that even in England the decision 
so revered by appellee would be given very little 
weight. 

The case arose under the English Copyright Act of 
1842, which provided only a means whereby the pro- 
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prietor of the copyright conld make entry in a registry 
book of the title of the copyrighted work, the date of 
publication, the name and residence of j the publisher, 
and the name and residence of the proprietor. There 
was no requirement as to the deposit of copies, 
promptly or otherwise. The act provided, as shown 
by the excerpt therefrom quoted in appellee’s brief 
(p. 27), that no proprietor of a copyright could main¬ 
tain a suit for infringement— 

i 

“. . . unless he shall before commencing such 
action, suit or proceeding, have caused an entry 
to be made in the book of registry of the Station¬ 
ers’ Company, of such book pursuant to this act: 
Provided always, that the omission to make such 
entry, shall not affect the copyright in any book, 
but only the right to sue or proceed in respect of 
the infringement thereof as aforesaid; . . 
(Emphasis supplied.) 

This provision is discussed in the opinion of Mellor, J., 
where the following statement appears (appellee’s 
brief, p. 28): | 

“. . . the registration of copyright is merely a 
condition precedent to the bringing an action for 
infringement, and not to the existence of the copy¬ 
right itself. Registration, in fact^ is necessary 
only to perfect the right to sue, not fo create it.” 

It is thus seen that registration does not create the 
right to sue but is merely a condition precedent to 
the exercise of that right. 

That registration may, and usually dpes, take place 
at any time prior to the commencement of suit under 
the English act is definitely stated by Lord North in 
Cate v. Devonshire Newspaper Company, L. R. 40, 
Ch. D. 500, also cited by appellee: 

i 

“It is well known that registration is only nec¬ 
essary as a condition precedent to fcuing; and the 
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almost universal practice on the part of large 
publishers notoriously is that they do not register 
until just on the eve of taking some proceeding; 
then they take care to register their copyright and 
sue upon it . . .” 

This statement of Lord North is in marked contrast 
with the observation of the New York District Court 
in Mittenthal v. Berlin , 291 Fed. 714, also cited by 
appellee: 

. . . What usually happens is that when a 
work is printed the publisher wishes to get it to 
the public as soon as possible. lie may safely do 
so , if he sees to it that two copies go along to 
Washington with reasonable dispatch. . . (Em¬ 
phasis supplied.) 

The question involved was whether a deposit before 
publication, instead of promptly thereafter, was a suf¬ 
ficient compliance to support a suit for infringement. 
The court held that it was and, as seen in the fore¬ 
going quotation, it recognized that the deposit of 
copies “with reasonable dispatch” is essential to es¬ 
tablish the right to protect the copyright. This is 
cl earl v a recognition of the fact that under our Copy- 
right Act the requirement of prompt deposit is, unlike 
the requirement of mere registration under the Eng¬ 
lish act, considerably more than a “condition prece¬ 
dent to suing”. The American proprietor delays at 
his peril. 


m 

SUMMARY AND CONCLUSION 

In the case at bar there was no attempt to deposit 
copies or to register the claim of copyright until just 
before this proceeding was instituted, and this was 
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not until 14 months after publication by appellee and 
six months after the alleged infringing article was 
published by appellants with notice of copyright, the 
required copies deposited, and registration completed. 

In the Linniere case the required number of copies 
were promptly deposited, and the only question in¬ 
volved was the incompleteness of the registration. The 
Copyright Act does not require prompt registration; 
in fact, there is no registration actually required 
unless suit is contemplated. Section 10| provides that 
any person “may obtain registration df his claim to 
copyright”, but Section 12 provides tliat two copies 
“shall be promptly deposited”. 

In the Goubaud case there was likewise involved 
only the question of registration. Under the English 
law there was no requirement for the deposit of copies 
either promptly or at any time whatsoever. In fact, 
the law specifically stated that only registration was 
required, and this could safely be accomplished at 
any time prior to the institution of a suijt for infringe¬ 
ment. 

THEREFORE, the decisions in the| Lumiere and 
Goubaud cases cannot control here, and the failure 
of the appellee to comply with the requirement of the 
statute as to the prompt deposit of cqpies must be 
considered a bar to tiie maintenance of the present 
action. 


Respectfully submitted, j 
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